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WHO AUTHORIZED IT? 
By Maurice W. Levy* 


Dr. Lloyd C. Miller’s discussion of WHO in the February 
issue of The Trade-Mark Reporter invites review of the estab- 
lished program for selection of non-proprietary names for new 
pharmaceutical products authorized pursuant to resolution WHA! 
3.11 and relating resolution WHA 3.10, both of May 20, 1950, of 
the Third World Health Assembly, and, more particularly, the im- 
pact of that system upon industrial property rights of United 
States nationals, and, thereafter, to take such steps as may be 
requisite to secure abatement of that program. It is submitted that 
the nomenclature program, which has been in effect for several 
years, operates contrary to principles of international law and in 
deregation of property rights of United States nationals. 


Resolution WHA 3.11 recognized the desirability for a sys- 
tem of non-proprietary or generic names established on an inter- 
national basis for new pharmaceutical products as might be con- 
templated for subsequent insertion in an international pharma- 
copoeia. The WHA resolved that the Expert Committee on the 
Unification of Pharmacopoeias should undertake the selection and 
approval of non-proprietary names for drugs which might be de- 
scribed in later editions of the international pharmacopoeia, and 
also resolved that such names as are selected and approved by the 
Expert Committee 


¢ 


should be communicated by the Director-General to national 
pharmacopoeial authorities, together with a recommendation 
that these names be officially recognized and approved. 


The resolution continued to the effect that 


such recommendations shall further include a request that 


- * Counsel Hoffman-La Roche Inc., Member of the District of Columbia Bar, mem- 
ber of the Board of Directors and former chairman of the International Committee of 
USTMA. 

1. WORLD HEALTH ASSEMBLY, the policy-making body of the World Health 
Organization. 
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such measures as may be deemed appropriate by States Mem- 
bers be taken with a view to preventing the use of the name 
selected for unauthorized purposes, and in particular to pre- 
vent the granting of exclusive proprietary rights in these 
names to the manufacturer. . 


It will be apparent that the operations contemplated by this 
resolution were projected within the scope of an international 
pharmacopoeia. Indeed, selection of a single non-proprietary 
name on an international scale for a particular drug was recog- 
nized by experts of WHO as being the first step in the so-called 
standardization of drugs contemplated by an international phar- 
macopoeia. Dr. Lloyd C. Miller, Director of Pharmacopeial Re- 
vision and a member of the WHO Expert Committee on the Inter- 
national Pharmacopoeia, has characterized the relationship at 43 
U.S. Trade-Mark Reporter, page 133 


the problem is intimately bound up with that of an interna- 
tional pharmacopoeia where the first step in obtaining com- 
mon international standards and specifications for drugs is 
agreement upon nomenclature. 


Although this pharmacopoeia was originally planned as an 
official pharmacopoeia to be issued pursuant to the authority of 
regulations to be promulgated under Article 21(d) and (e) of the 
WHO Constitution, the first volume of that pharmacopoeia has 
appeared as an unofficial document and a second volume is in a 
state of completion. The Expert Committee on the international 
pharmacopoeia, seemingly discouraged by the time-consuming pre- 
parations and deliberations attendant to formal regulations, saw 
fit to pursue its objective through anticipated ‘‘collaboration and 
good will’’ by the Member States. The good will may, perhaps, be 
assumed—however, there has been no effective collaboration. 


It is an undisputed fact that throughout most of the world the 
term ‘‘pharmacopoeia”’ is recognized as signifying an official phar- 
maceutical standard intended to secure uniformity with respect to 
the remedies approved therein. The word itself connotes obliga- 
tion. George Urdang has stated (The Development of Pharma- 
copoeias) that 


whatever they [pharmacopoeias] contain bears the seal of 
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authority signifying approval by those who ought to know 
and who are responsible to society for admissions as well as 
omissions. 


Although the preface of volume 1 of the ‘‘unofficial’’ interna- 
tional pharmacopoeia bears a statement to the effect that it is not 
intended to be a legal pharmacopoeia in any country unless 
adopted by the pharmacopoeial authority of that country, the pro- 
testation does not, per se, serve its purpose. At the time initial de- 
liberations were conducted with respect to an international phar- 
macopoeia, the American delegate, Professor Fullerton Cook, 
strenuously objected to, and voted against, adoption of the name 
‘‘pharmacopoeia’”’ asserting that the term did, in fact, carry 
official sanction. His objection was voted down. The word ‘‘phar- 
macopoeia’’, nevertheless, is still deemed to connote an official 
compendium according to the Board of Trustees of the United 
States Pharmacopeia. It is said that the international pharma- 
copoeia and the recommendations are not legally binding, that they 
are merely what they proclaim themselves to be. This does not 
mean that they are of no serious consequence to United States na- 
tionals. Far from it. It is highly significant that WHA 3.11 au- 
thorized the Director-General of WHO to recommend that the 
names selected by the Expert Committee on nomenclature be 
officially recognized and approved. 


It is submitted that, in actual practice, communications trans- 
mitted by the Director-General, while purporting to be recom- 
mendations, are not merely of casual interest; they carry the ap- 
parent imprimatur of the WHO. Success of the program based 
upon voluntary cooperation of Member States is a figment of 
imagination. Indeed, it is abundantly evident that Member States 
continue to operate under their individual trade-mark statutes 
and practices. Numerous instances can be given to establish the 
fact that Member States of WHO are not voluntarily collaborating 
in the nomenclature program. Indeed, the practice of private ap- 
plication for trade-mark registration of generic names has become 
so notorious that a joint effort by the American Drug Manufac- 
turers Association, the American Pharmaceutical Manufacturers 
Association, and The Proprietary Association, with the active as- 
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sistance of the Department of State and the Department of Com- 
merce of the United States, has been necessary against this pirati- 
eal activity. The American Medical Association, in a report ap- 
pearing in the Journal of the American Medical Association of 
December 15, 1951, noted a serious obstacle to international em- 
ployment of unprotected generic names and deplored the practice 
followed in foreign countries wherein non-proprietary names, or 
names substantially identical thereto, were being registered as 
proprietary trade-marks. Such names were listed by the American 
Medical Association as 


aminophyllin(e) hexylresorcinol 

antitoxon (antitoxin) histamin(e) 

ascorbic (vitamin C) neostigmin(e) 

bacitracin penicillan (penicillin) 
cortisone procain(e) 

estradiol progestone (progesterone) 
foliacid (folie acid) sulfacetamide 

heparine (heparin) testosteron(e). 


Statistics reflect a sharp increase in the number of applica- 
tions for private registration of generic names in foreign coun- 
tries; and it must be borne in mind that these statistics represent 
only those applications which are brought to the attention of inter- 
ested parties in the United States. It is irrefutable that generic 
names are now being registered in Member States of WHO even 
where the generic character of the names is known to authori- 
ties in those States. Many countries register trade-marks without 
either prior examination or opportunity for opposition. Numer- 
ous countries have no provisions in their laws for refusing to reg- 
ister generic designations as trade-marks. Countries, such as the 
United States, prohibit registration of generic names as private 
trade-marks. There is no international convention which serves to 
safeguard universal generic names. It is not surprising, therefore, 
to find Member States ‘‘doing business in their old way at their 
old stand.”’ 


Thus, France has registered such designations as ‘‘drug 
store,’’ ‘‘cortisone,’’ ‘‘bevitamine 12,’’ ‘‘antibiotic 4’’ and ‘‘chloro- 
phylla.’’ Portugal, whose delegate strenuously championed the 
WHO nomenclature program, has failed to act against applications 
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for registration of generic names. Greece, another country whose 
delegate spoke in favor of the nomenclature program, also accepts 
applications for registration of generic names. The designation 
‘‘cortisone’’ has been registered in Belgium. Several generic 
designations have been registered in Denmark. Switzerland has 
registered the word ‘‘injection’’ as a proprietary trade-mark. Not- 
withstanding the appearance of ‘‘neostigmin’’ as a generic term 
in the United States Pharmacopeia and other pharmacopoeias, it 
was necessary for the United States interests to file private opposi- 
tion and to enlist the assistance of the United States Government 
to secure defeat of the application. 


It may not be amiss to note that the drug ‘‘isoniazid,’’ a recent 
American discovery for the treatment of tuberculosis, has been 
registered under the form ‘‘isonacid’’ by Richter Gedeon Vegyes- 
zeti Oyard R. T. of Budapest, Hungary, under date of May 12, 
1952, Registration No. 161522, as an International Registration, 
based upon (Iron Curtain) Hungary Registration No. 101817 of 
April 1, 1952. Contemplated American action against the registra- 
tioh met with the opinion of a legal expert that 


Our standing in a proceeding in Hungary to concel that regis- 
tration would, therefore, be fraught with well-known vicissi- 
tudes. 


Indeed, a United States national would have no standing in 
court, since the United States is not a member of the Madrid Ar- 
rangement, under which International Registrations are effected. 
An appeal made by American interests to WHO has borne no fruit 
in defeating the troublesome registration referred to above. 


United States nationals must-be increasingly alert to applica- 
tions for registration of generic names in foreign countries. The 
tripartite pharmaceutical group, referred to above, found it neces- 
sary to consider 25 applications for registration of generic names 
in 1951, whereas 133 were considered in 1952. In 1953 as many as 
21 applications for registration of generic names were considered 
in the first few weeks of the year; and there is every rason to be- 
lieve that the increase shown since 1950 will be accentuated. The 
tripartite group filed 13 oppositions in 1951. This increased to 66 
oppositions in 1952, and 16 oppositions have been filed in the first 














234 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


few weeks of 1953. These statistics reflect only formal opposition 
actions taken against applications for registration of generic 
names. As has been noted, applications in many countries are not 
open to opposition and, therefore, the only action that can be 
taken is by way of cancellation proceedings, normally expensive 
and time-consuming. 


Lest it be inferred that Member States who presently register 
generic names as trade-marks are always doing so deliberately, it 
is well to bear in mind that Member States, including the United 
States, carry out their trade-mark operations in compliance with 
the laws and practices of the individual countries. Various Inter- 
national Conventions govern trade-mark activities of several 
WHO Member States. The United States is a member of the Paris 
Convention of 1883, as well as of the Pan American Convention. 
The Paris Convention comprises about 40 countries. Significantly, 
Russia is not a member, nor are most of the countries of Latin 
America. The United States, however, is not a member of the 
Madrid Arrangement. The Madrid Arrangement comprises a re- 
stricted grup of the Member States of the Paris Convention. Many 
countries provide for periods in which to oppose trade-mark appli- 
cations, while others have no provision for opposition and the only 
action that can be taken is by way of a cancellation proceeding 
brought within a limited time, such as, e.g., 5 years after registra- 
tion. Trade-marks are territorial in their nature, and each country 
displays sovereignty with respect to its law and practice. The Con. 
ventions mentioned above accord a degree of uniformity with re- 
spect to a restricted group of rights. Basically, however, the Mem- 
ber States reserve to themselves the particular laws under which 
trade-marks will be registered and recognized. 


It is not surprising to find varying degrees of liberality with 
respect to registration of trade-marks. There are countries more 
liberal than the United States and others more strict. Whereas 
generic designations may not be registered in the United States, the 
same law is not followed in many other countries, and, indeed, in 
some countries where the law proscribes such registration, the prac- 
tice nevertheless does not coincide with the law. Clearly, a sound 
nomenclature program cannot operate in the face of these juridical 
variances and differences of practices without yielding discrimina- 
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tory results. It may be well to note that recognition of designations 
as generic names varies from country to country, and obviously de- 
pends, inter alia, on the state of technical knowledge in individual 
countries. Moreover, there are countries which knowingly permit 
registration of generic names as trade-marks, if the names, al- 
though virtually identical with true generic names, carry some 
slight change, such as an insignificant prefix or suffix or a minor 
change in spelling. 


Rather than discouraging the registration of generic names, the 
program presently operating serves, unfortunately, a contrary pur- 
pose in that publication of proposed or accepted generic names may 
stimulate piracy of those names in certain countries and by certain 
individuals. It is not uncommon for entrepreneurs in foreign coun- 
tries, noting a trade-mark characterizing a successful American 
product, to register that trade-mark before the American trade- 
mark owner has had an opportunity to secure registration in all 
countries of the world where be may ultimately do business. This 
predatory registration is usually effected against the time when the 
American will himself seek registration. Such registration is easily 
secured in many countries of the world, where, contrary to Ameri- 
can practice, prior use is not required as a basis for registration. 
Under the laws of such countries, the most vigorous representation 
from the United States, even if coupled with a sympathetic trade- 
mark bureau in the foreign country concerned, can do virtually 
nothing, since such practices are permitted under the laws of the 
subject countries. It is evident, therefore, that publication of non- 
proprietary designations by WHO, in a voluntary scheme of opera- 
tion, does not carry effective safeguards against the appropria- 
tion of such designations by private interésts in Member States of 
WHO. This effect need not be overlooked in striving for the ideal. 


The nomenclature program is not realistic on yet another 
basis, namely, that pertaining to conflicts with prior trade-marks. 
Obviously, it is not reassuring to American trade-mark owners that 
the WHO has no intention to preempt prior trade-marks or to 
select non-proprietary names which are confusingly similar to 
already-existing trade-marks. Although WHO has sought the co- 
operation of the International Trade-Mark Offive at Berne, Switz- 
erland, that organization has contributed no solution. Moreover, 
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there is no prospect that it will contribute, nor, indeed, that it can 
under the present scheme. It is abundantly clear even to members 
of the Expert Committee that there is presently afforded but 
limited opportunity to insure against conflict with existing trade- 
marks. No facilities are available on a world-wide basis for 
searching registered marks, much less unregistered common law 
trade-marks which exist, e.g., in the United States, and which 
should receive the same degree of protection and recognition as 
registered trade-marks. 


Moreover, the resolution of conflicts with existing trade-marks 
is itself a problem of considerable complexity. In the normal course 
of events, competent trade-mark authorities, expert in the field of 
trade-mark law and practice in each country, determine questions 
of conflict. WHO personnel, however, is not equipped with trade- 
mark experts and has no machinery for the objective determination 
of conflicts with existing trade-marks. It is not surprising, there- 
fore, to find that WHO has approved the designation “ethyldicou- 
marol” for a well-known pharmaceutical preparation, which 
generic designation is in clear conflict with, and damaging to, the 
United States registered trade-mark DICUMAROL of the Wis- 
econsin Alumni Research Foundation. Highminded declarations 
which have appeared in official WHO Reports concerning the pro- 
gram do not dispel the hard facts of conflicts which must occur in 
the absence of adequate provision for their avoidance. The overall 
effect of such conflicts with existing trade-marks is far from in- 
consequential. It is believed unnecessary at this time to elaborate 
upon the law of the loss of trade-mark rights. It will suffice to point 
out that when a trade-mark loses its distinctiveness, it also loses its 
standing as a valid trade-mark. Even the most ardent WHO en- 
thusiasts recognize that conflict with existing trade-mark rights 
must be avoided. Far from being discouraged, these enthusiasts, 
nevertheless, pursue their irresponsible course unabated. 


There is yet another facet involved, namely, denial of the right 
of the owner of a prior trade-mark to have his mark registered in 
other countries of the world by virtue of adoption in those coun- 
tries of a WHO selected non-proprietary name which is either 
identical with, or confusingly similar to the pre-existing trade- 
mark. Thus, a United States national may coin and register a trade- 
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mark in this country. However, in other countries where a similar 
name is recognized as a WHO non-proprietary name, the United 
States national may find himself barred from protection for his 
trade-mark. Consequently, the value of his trade-mark, particu- 
larly in international trade, has been lost, and this in complete dis- 
regard of his rights. 


The phrase ‘‘due process of law’’ is understandably close to 
the American heart. Nevertheless, established generic names ac- 
cepted by such bodies as the American Medical Association and the 
United States Pharmacopeia, have been rejected, without warrant, 
by WHO. One cannot accept the equanimity the unregulated ac- 
tions of WHO through which established non-proprietary names 
have been recklessly jettisoned in favor of WHO accepted names, 
without due process of law. In the following instances, by way of 
example, WHO names disagree with established prior non- 
proprietary names. 


Instances of Disagreement Between 


WHO Names and Those in Use in the United States 


Who Name Established Name 


Aldesulfone Sodium Sulfoxone, NNR 

Allobarbital Diallylbarbiturie Acid, NNR 

Alphaprodine Prisilidene 

Dexamphetamine Dextro-Amphetamine 

Digitoxoside Digitoxin, U.S.P. 

Diodone Iodopyracet, U.S.P. 

Ethyldicoumarol Ethyl Biscoumacetate, NNR 

Ethylurethane Urethan; U.S.P. 

Hydrocodone Bitartrate Dihydrocodeinone Bitartrate, 
NNR 

Isoprenaline Isopropylarterenol, NNR 

Methestrol Dipropionate Promestrol Dipropionate, NNR 

Methexamine Methylhexamine, NNR 

Methylergometrinium Tartrate Methylergonovine 

Methylthionium Chloride Mephobarbital, NNR 

Nitrofural Nitrofurazone, NNR 

Pheniodol Sodium lodoalphionie Acid, U.S.P. 
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Who Name Established Name 


Rutoside Rutin, N. F. 

Sulfadimidine Sulfamethazine, NNR 

Sulfafurazol Sulfisoxaozle, NNR 

Thiamazole Methimazole, NNR 

Tolozoline Hydrochloride Benzazoline Hydrochloride 

Sulfisomidine Sulfadimetine 

Hydromorphone Hydrochloride Dihydromorphinone Hydrochlor- 
ide, U.S.P. 


It will be urged by WHO experts that their decisions are only 
recommendations. Nevertheless, the practical effects of the 
‘‘recommendations’’ are substantial. They destroy property rights 
notwithstanding the nature of the decisions. It would be futile to 
assume that the selection of non-proprietary names by WHO lacks 
force and effect. Thus, as Dr. Miller has noted, several countries, 
require pharmaceutical products to be imported under their non- 
proprietary names. American exporters find it necessary, there- 
fore, to use a plurality of names—unless they accede to WHO de- 
cisions. Even in the United States, generic names appearing as 
recommendations or in the unofficial international pharmacopoeia 
would probably be accepted by the authorities prima facie as es- 
tablished generic names. 


It is submitted that the task undertaken by WHO requires not 
only idealism, but also pramatism and a full recognition of the re- 
alities of the situation. It is evident that a viable organization re- 
quires the skill in legal draftsmanship which is indispensible in an 
undertaking of such a highly technical nature. The program can 
aspire to its goal, if at all, only under officia! sanction of a suitable 
convention or set of regulations. The present loose operation does 
not achieve its purpose. It is recognized fully that in any interna- 
tional obligation the United States must give as well as gain. How- 
ever, what is given and what is gained is best set out in a pact 
which specifies duties and obligations in unequivocal language. It 
may well be that the Member States, under a treaty, would fear a 
great restriction of international sovereignty as to their trade- 
mark laws. If that is the case, at least the United States will be in a 
position to avoid discrimination and hardship to its nationals. An 
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international convention would be a minimum standard which 
would apply to all Member States. It would spell out the metes and 
bounds of the program. Obviously, demarcation of the proper 
sphere of a convention is essential. Such a convention could be ex- 
plored in the light of experience both specific and general and in 
terms of realities and not merely ideals. In drafting a convention, 
the WHO could have the assistance and cooperation of all who are 
interested in this highly important branch of law and public health. 


In lieu of a convention, and consonant with original plans of 
the Expert Committee, the program could be delineated within the 
framework of regulations under the authority of Article 21(d) and 
(e) of the WHO Constitution. The scope of regulations there- 
under would be restricted to standards with respect to 


21(d) ... the safety, purity and potency of biological, pharma- 
ceutical and similar products moving in international com- 
merece ; 

and 


21(e) advertising and labelling of biological, pharmaceutical 
and stmilar products moving in international commerce. 


The implication of the limitation to standardization of prod- 
ucts ‘‘moving in international commerce’’ seemingly has been ig- 
nored by the Expert Committee, since its operations now extend to 
products 


which might be described in later editions of the International 
Pharmacopoeia. 


Consequently, the Expert Committee has proceeded to name 
products moving only in domestic commerce, and even mere labor- 
atory curiosities. It requires but little afialogical thinking to en- 
vision the implications of an extension of this program to the levels 
of advertising, labeling, purity, potency, and the like, recognized by 
Article 21(d) and (e). 

WHO protagonists may defend their position on the allegation 
that they operate, not under Article 21(d) and (e), but under Arti- 
cle 23, to wit: 

The Health Assembly shall have the authority to make recom- 


mendations to Members with respect to any matter within 
the competence of the Organization. 
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Actions and attitudes already in evidence with respect to the 
nomenclature program, allegedly pursuant to Article 23, provide 
adequate basis for apprehension that activity in the broader com- 
petence would present a threat to American medicine and Ameri- 
can commerce. 


Broader scope is already anticipated by the international 
pharmacopoeia and Report No. 50 of the WHO Technical Report 
Series, May 1952, pages 14 and 15, from which the following preg- 
nant statement is excerpted: 


It was reported at the last-mentioned meeting that the first 
needs were to establish definitions for such expressions as 
‘*pharmaceutical specialties,’’ ‘‘control,’’ ‘‘drug,’’ and to ar- 
range for a system of certification of pharmaceuticals ex- 
ported. In certain countries more than 40,000 specialties were 
sold on the market without a proper control being exercised, 
either on pharmaceuticals manufactured in the country or on 
imported pharmaceuticals. 


The committee had previously expressed the wish that a 
conference on the control of pharmaceuticals be convened in 
the autumn of 1953, attended by representatives of national 
health administrations dealing with this subject. However, 
budgetary reasons made it impossible to convene such a large 
conference; it would have to be replaced by a session of the 
committee which should consist of not less than fifteen mem- 
bers. It would evolve a set of definitions, principles, and 
recommendations on the control of pharmaceuticals which 
could be of direct help to countries who wished to initiate or 
better the control of pharmaceuticals in their territory in the 
general interest of public health and international commerce. 
Countries could adopt these definitions, principles, and recom- 
mendations according to the local situation and possibilities. 
(Emphasis added.) 


As a preparation for this special session the committee 
considered a list of subjects for which reports will be re- 
quired from members of the Expert Advisory Panel on the 
International Pharmacopoeia and other specialists throughout 
the world. The more important subjects would be as follows: 


(1) Aims of the control of drugs 


(2) Definitions: 
Pharmaceutical specialty, drug, control 
Other definitions 
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(3) Principles for setting up a system of control: 

General plan for the introduction of a new pharmaceuti- 
cal preparation 

Responsibility of pharmacists 

Methods of inspection of pharmacies and laboratories 

Declaration of composition 

Analytical, physical, chemical, and biological control 

Export and import regulations (obligation of importer 
to produce a certificate from the authority of the coun- 
try of origin showing that the drugs comply with the 
standards of the exporting country) 

Selection of new specialties and approval for issue 


Labelling: 

Definition of label, wrapper, package for inland and for 
export, inserts 

Information to be put on the label—trade-marks, non- 
proprietary names (national and international), manu- 
facturer, lot number, date of manufacture, mark indi- 
eating year of issue, expiration date, directions for use 


Methods of analytical control: 

Sampling, minimum and optimum equipment of control 

* laboratories, unification of assay methods not included 
in the Ph. L., tests and assays on tablets, coated tablets, 
capsules, pills, suppositories, ete. 

(6) Poisons: 
Classification of poisons, dangerous drugs, ete. 
Regulations for sale. 


Although WHO is no more than a specialized agency, it may 
well be, as stated in ‘‘The Specialized Agencies of the United Na- 
tions,’’ that: 


With all these modifications of governmental authority in the 
Specialized Agencies, it still remains true that their ‘‘de- 
cisions’’ are in fact recommendations and that considering 
them as inter-governmental organizations is by and large cor- 
rect. But the modifications are not merely interesting; they 
are small beginnings of what may prove to be momentous 
changes. 
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REGISTRABILITY OF “DISTINCTIVE” GEOGRAPHICAL 
DESIGNATIONS: THE BRITISH “YORKSHIRE” COPPER CASE 


By Walter J. Derenberg* 


Even a superficial glance at the interesting paper by Miss 
Hancock on Section 2(f) of the Trade-Mark Act of 1946, which 
was published in the December 1952 issue of The Trade-Mark Re- 
porter, reveals the many difficult problems with which both trade- 
mark applicants and the Trade-Mark Division of the Patent Of- 
fice are faced in administering Section 2(f) of the Act. It is per- 
haps particularly timely, therefore, to call attention to a recent 
decision of the Court of Appeal in England, which throws light 
upon one aspect of the problem which has received scant attention 
thus far in our own country. It is, of course, generally agreed 
that under Section 2(f) a geographical name may acquire dis- 
tinctiveness even where such name refers to the actual locality 
from which the particular merchandise emanates, such as, for 
instance, ‘‘Waltham’’ watches. Miss Hancock points out that 
in case of very important geographical names which actually in- 
dicate the geographical origin of the merchandise, as distinguished 
from such names as, for instance, ‘‘Philadelphia’’ for cheese, 
‘*Manhattan’”’ for shirts, or ‘‘Paris’’ for garters, a mere allega- 
tion of five years exclusive use would usually not be sufficient and 
that additional proof of distinctiveness may be required by the 
Office. She says, in this respect: 


‘‘Examples might be the names ‘Youngstown’ and ‘Pitts- 
burgh’ for steel, since it is well known that such goods are pro- 
duced in large quantities by many companies in those towns, 
and the word ‘Paris’ for perfume, since it is also well known 
that perfume is manufactured there by many companies and 
commands a high price because of geographical origin aside 
from any particular manufacturer.”’ 


Only where a geographical term has acquired ‘‘a specific descrip- 
tive meaning to the public’’ would such a name be refused regis- 
tration under Section 2(f), even if additional evidence of dis- 
tinctiveness were submitted. As examples of such more or less 


*Member of the law firm Alexander, Maltitz, Derenberg & Daniels, Member of New 
York Bar and District of Columbia Bar; Member of TMR Editorial Board and Chair- 
man of International Committee of U.S.T.M.A. 
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generic use of geographical names, Miss Hancock mentions 
‘‘Limoges’’ for chinaware and ‘‘Tennessee’’ for whiskey. It thus 
appears that, with the exception of this last-mentioned category 
of quasi-generic names, our Patent Office is prepared to register 
such terms as, for instance, ‘‘ Youngstown”’ for steel, upon a show- 
ing that the term has acquired distinctiveness under Section 2(f) 
and regardless of the fact that by thus registering the name for 
steel, producers in the same area may be hampered in the use of 
the word. 


It is this latter consideration which has long led the British 
courts to refuse registration to names of this type, even in 
eases of proven distinctiveness. This occurred first when, in 
1929, the Liverpool Electric Cable Company, Ltd., which was 
located in the city of Liverpool, applied for registration of the 
term ‘‘Liverpool Cable.’’! Romer, J., who was then sitting in the 
Chancery Court, has held that since the word ‘‘Liverpool’’ had 
in fact ‘‘beyond a peradventure’’ acquired secondary meaning 
and had become distinctive, it had to be held ‘‘adapted to dis- 
tinguish’? as a matter of law. In other words, he ruled that it 
could not be logically or sensibly said that a word which was in 
fact distinctive as a trade-mark was not ‘‘adapted to distinguish 
the goods.’’ However, his decision was reversed by the Court 
of Appeal, which relied on Lord Parker’s language in the W. & G. 
ease,? where the House of Lords had said: 


‘‘But the tribunal is not bound to allow registration even 
if the mark be in fact distinctive. A common law mark is 
still not necessarily registrable. If the tribunal finds that a 
mark is anywhere, or among any class of people, in fact, dis- 
tinctive of the goods of the applicant, it may be influenced by 
this fact in determining whether it is adapted to distinguish 
these goods from those of other persons, but distinctiveness 
in fact is not conclusive.”’ 


Subsequent to the Liverpool case, the House of Lords held, in 
1938, that the word ‘‘Glastonburys’’ was not registrable for a 
certain kind of footwear despite the fact that the word unques- 
tionably had acquired secondary meaning.’ In that case, another 


1 1. Liverpool Electric Cable Co.’s Applications (1929) 46 R.P.C. 99. 
2. du Cros Ld.’s Applications (1913) 30 R.P.C. 660. 
3. Clark, Son & Morland Ld.’s Trade-Mark (1938) 55 R.P.C. 253. 
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manufacturer of similar shoes had sought cancellation of the 
mark ‘‘Glastonburys’’ on the ground that such registration em- 
barrassed it in making use of the name of its own place of busi- 
ness. Lord Russell speaking for the House of Lords there said: 


‘But I am prepared to decide this appeal upon the assump- 
tion that the true view of the evidence is that which was 
adopted by the Court of Appeal. Even upon that footing I 
am of opinion that upon the facts of this case this appeal 
should be allowed. It appears to me to be, from one aspect, 
a stronger case for refusing registration than the case of 
Liverpool Cables. That decision laid down no new law. It was 
based upon the view, well established by previous authority, 
that distinctiveness in fact is not conclusive upon the ques- 
tions whether a Mark is ‘distinctive’ as defined in See. 9, and 
whether it ought to be registered.’’ 


He further said, in the Glastonburys case: 


‘<Tt is no answer to say that the Appellants can, notwithstand- 
ing the registration, continue their practice of marking their 
goods as ‘made in Glastonbury.’ They, and any future manu- 
facturers of slippers in Glastonbury, and their respective re- 
tail customers, ought not to be hampered or restricted, by the 
presence of this Mark upon the Register, in selecting the par- 
ticular form of words by which they desire to describe their 
goods as being products of a town which enjoys a reputation 
in connection with the manufacture of sheepskin slippers. ’’ 


Since the Liverpool and Glastonburys cases, the new Trade-Marks 
Act of 1938 has become effective in England and the question arose 
again in the recent Yorkshire Copper Works case,* whether, under 
the wording of the new statute, a different and more liberal result 
should be reached. In the Yorkshire case, the Yorkshire Copper 
Works were actually located in the city of Leeds in the county of 
Yorkshire, and had acquired an enviable reputation for their 
copper products. The Master of the Rolls stated at the outset 
that applicant’s was a substantial business of great standing and 
repute and that it had in fact acquired distinctiveness and the 
secondary meaning for its products. He said: 


‘It is plain that the greatest care and trouble has been taken 
in order to present to the Court a picture showing the extent 


4. Yorkshire Copper Works Ld.’s Application (1953) 70 R.P.C. 1. 
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of the use made by this company of this first word in their 
name, this word ‘Yorkshire’, and further on the face of it, 
proving that to those who are (as I have called them) the 
customers of the Appellants and, indeed, to other persons 
engaged in somewhat similar trade in the County of Yorkshire, 
this single word ‘Yorkshire’, when applied to those goods, 
has acquired a use or meaning distinctive of the products of 
the Appellant Company.’’ 


Despite that fact, a unanimous Court of Appeals refused to 
register the term ‘‘ Yorkshire’’ under Section 9 of the Trade-Marks 
Act of 1938, holding thereby that even under the new Section 9, the 
ruling of the Liverpool and Glastonburys cases had remained the 
law. Section 9 of the 1938 Act excludes from registration words 
which, in their ordinary significance, are geographical but permits 
their registration according to subdivision (e) ‘‘upon evidence 
of *** distinctiveness’’. ‘‘Distinctive’’ is defined as follows in 
the same section: 

‘*For the purposes of this section ‘distinctive’ means adapted, 
in relation to the goods in respect of which a trade-mark is 
registered or proposed to be registered, to distinguish goods 
with which the proprietor of the trade-mark is or may be 
connected in the course of trade from goods in the case of 
which no such connection subsists. ”’ 


In other words, a distinctive trade-mark must still be inherently 
‘‘adapted to distinguish’’. The conclusion was reached by the 
Court of Appeal in the Yorkshire case that a term such as ‘‘ York- 
shire’’ was inherently not adapted to distinguish even though 
it may in fact have acquired distinctiveness. After emphasizing 
that there was, of course, no difference, as the applicant had 
suggested, between the name of a county, such as Yorkshire, on 
the one hand, and the name of a city, such as Liverpool or Glas- 
tonbury, on the other, the three justices of the Court of Appeal, 
including Justice Romer (whose contrary opinion in the Liverpool 
ease had been reversed by the same Court of Appeal of which he 
is now a member), reestablished the rule of the Liverpool case. 
The word ‘‘Yorkshire’’ was held inherently not adapted to dis- 
tinguish on the ground that no one concern should be allowed to 
monopolize a word which denotes that the goods come from a 
famous manufacturing or merchandising center. 
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The court thus reaffirmed the rule with respect to well-known 
geographical terms which has long been strictly followed in Eng- 
land both under the old and under the new statute with regard to 
certain laudatory epithets which have always been held inherently 
incapable of distinguishing. It will be recalled that the House of 
Lords, in the famous Perfection soap ease,> held that the word 
‘*Perfection’’ was in this category. In the ‘‘Sheen”’ case,® too, 
Coats Ld.’s application was denied despite very strong evidence of 
distinctiveness. The court there pointed out that, ‘‘however thick 
the cloud of witnesses,’’ nobody could accept as credible and proven 
the proposition that the laudatory epithet or descriptive adjective 
had lost its ordinary significance and acquired another and second- 
ary significance, namely that of distinguishing only a particular 
trader’s goods. 


In conclusion, it may be noted that this difference of approach 
between the British practice on the one hand, and our own more 
liberal approach on the other, has already had some international 
repercussions. When, less than a year ago, an application was filed 
in the United States Patent Office for the registration of the word 


‘‘Halifax’’ for woolen piece goods, the British Board of Trade 
decided to make representations to the authorities to reject such 
application on the ground that the term ‘‘Halifax’’ for woolen 
piece goods was unregistrable even on the Supplemental Register 
on the ground that it was inherently incapable of distinguishing 
the woolen goods.’ An even stronger protest was raised when the 
Patent Office accepted for registration the word ‘‘Sheffield’’ upon 
application by a United States firm for registration of such word 
on the Principal Register under Section 2(f) of the Act, for 
stoves and ranges. The Commissioner’s decision in the Sheffield 
ease is reported in 41 T. M. R. 1033. Both the Examiner of Inter- 
ferences and the Commissioner dismissed the opposition filed by a 
British Association of Cutlers, which had been founded in 1624. 
It held that, as far as use on stoves and ranges was concerned, the 
applicant had made a proper showing of distinctiveness of the word 


5. Crosfield & Sons’ Application (1909) 26 R.P.C. 837. 

6. Coats Ld.’s Application (1936) 53 R.P.C. 555. 

7. See Monthly Report, Trade-Marks Patents and Designs Federation, May 1952, 
Part I. 

8. Company of Cutlers v. Cribben § Sexton Co., 91 U.8.P.Q. 247 (C.P. 1951) and 
90 U.S.P.Q. 380, 381 (C.P. 1951). 
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‘*Sheffield’’ under section 2(f). Indeed, the application was ac- 
cepted on the basis of an allegation of five years exclusive use 
without requiring additional evidence of distinctiveness. An ap- 
peal from the Commissioner’s decision is still pending. 


It remains to be seen whether our courts, in passing upon the 
validity of registrations under Section 2(f) and in determining 
their scope, will uphold the present administrative practice of the 
Patent Office or may ultimately follow the British precedents 
under which certain very famous and important geographical 
designations are considered inherently incapable of exclusive ap- 
propriation, at least by manufacturers and traders who are located 
in the particular area and are not using the words in an entirely 
arbitrary way without any true reference to their ordinary geo- 
graphical significance, such as, for instance, ‘‘Vienna’’ for bread, 
or ‘‘Philadelphia’’ for cheese, or ‘‘Walthan’’ for watches, and 
innumerable others which have undoubtedly acquired trade-mark 
significance in the United States and are capable of registration as 
technical trade-marks on the Principal Register of the Act of 1946. 
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CANCELLATION OF SUPPLEMENTAL REGISTER MARKS 
AND BURDEN OF PROOF 


By Alfred Lee* 


A rather perplexing problem, and one which receives little 
comment in the cases, has been found to result from the procedural 
limitations set up by sections 24 and 26 of the Lanham Act. These 
sections, applicable solely to the Supplemental Register, in effect 
provide for but one mode of attack against marks granted regis- 
tration thereon. Section 24 declares such registrations not subject 
to opposition, while section 26, in making section 16 inapplicable, 
prohibits the examiner from initiating an interference proceeding. 
Cancellation is thus the only recourse left to one who considers 
himself injured as a result of the registration. 


It is of course well understood that one seeking to cancel 
a mark registered on the Principal Register bears the burden of 
establishing the invalidity of the registration. This is as it should 
be for registration on the Principal Register is prima facie evi- 
dence not only of its validity but of the registrants ownership and 


exclusive right to use the mark. (Section 7b). One seeking to annul 
a registration of this high order should, therefore, be required 
to bear the burden of establishing the invalidity of that which is 
prima facie valid. 


The question at hand, however, is whether this onerous bur- 
den should likewise be borne by one who seeks the cancellation of 
a mark registered on the Supplemental Register. A reading of 
the cases and of the Lanham Act itself clearly discloses that 
registrations on the Supplemental Register (as well as those on 
the register established by the Act of 1920) constitute evidence of 
nothing, neither of use, of ownership nor of validity. The very 
presence of a mark on the Supplemental Register presupposes an 
inherent defect rendering it incapable of serving as a true trade- 
mark, and, therefore, not subject to exclusive appropriation by 
any one.' 

Despite the total absence of any prima facie validity, however, 
the presence of a mark on the Supplemental Register may serve as 

*Member of the New York Bar, of the law offices of Isaac W. Digges. 


1. It is understood of course that extensive use over a period of time may result 
in the mark acquiring a secondary meaning. 
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a source of embarrassment to those who either claim prior rights 
to the same or a similar mark, or who feel that the mark is not 
subject to appropriation, exclusive or otherwise, by any one. 


What then of those who object to a registration on the Supple- 
mental Register and especially one who is the owner of a mark on 
the Principal Register which he feels is confusingly similar to the 
newly registered mark on the Supplemental Register? Must he 
assume the burden of establishing the invalidity of the newcomer’s 
registration—a registration which cannot be the source of any 
substantive rights to its owner but which can circumscribe the 
rights of the petitioner? 


The inequity of requiring the petitioner to bear the burden of 
proof can best be appreciated by considering the case of two pend- 
ing applications on the Supplemental Register for identical marks 
as applied to identical products. Since the examiner may not 
declare an interference, the mark bearing the latest date is sum- 
marily rejected and this, even though the alleged date of first use, 
as stated in the application, predates that of the application first 
filed. The only recourse is to petition for cancellation. If the 
petitioner, however, must bear the burden of proof, surely a strange 
anomaly results, for had an interference been declared, assuming 
that it were possible, the registrant, whose allegation of first use 
antedated that of the petitioner, would be the junior party and thus 
compelled to prevail by the weight of evidence. 


A somewhat less striking case can be assumed where a highly 
descriptive word is admitted to registration on the Supplemental 
Register. A competitor of the registrant may justifiably feel pre- 
judiced by this registration. His remedy, therefore, is by petition 
to cancel. Assuming that he establishes injury sufficient to give 
him a right to challenge the registration, must he also bear the 
burden of establishing by a preponderance of evidence that the 
mark is not only highly descriptive but actually generic? 


The ultimate in absurdity was attained in a cancellation pro- 
ceeding” dealing with the mark ‘‘Converted”’ as used on processed 
rice. The petitioner, a competitor of registrant, was held not to 
have established that the word ‘‘Converted’’ was more than 





2. River Brand Rice Mills, Inc. v. Converted Rice, 39 TMR 948. 
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merely highly descriptive. It had not been established by him that 
the word was in fact generic. 


Of course the registrant cannot by virtue of the registration 
claim the exclusive right to use the descriptive word but must the 
competitor be required to remain ever vigilant to prevent the regis- 
trant from using his registration of whatever value it may be, to 
obtain greater rights to the mark? 


By far the most important facet of the problem is apparent 
when the owner of a mark on the Principal Register feels that a 
registration on the Supplemental Register is confusingly similar 
to his own registered mark. The aggrieved party will thereupon 
institute cancellation proceedings, but if the usual rules prevail 
i.e. if the burden of proof is assumed by the petitioner, surely a 
strange result follows. The owner of a registration which is prima 
facie evidence of ownership and of his exclusive rights to use the 
mark, must then assume the burden of establishing the invalidity 
of the newcomer’s registration—a registration to which no pre- 
sumption of validity attaches by virtue of registration. All doubts 
are resolved against the prior user and in favor of the interloper. 
Clearly this is an absurd result. 


In the well reasoned case of Skinner Mfg. Co. v. General Food 
Sales Co.,® it was held that the registration of a trade-mark under 
the 1920 Act raised no presumption as to the validity of the mark. 
What was there said with regard to the 1920 Act is equally appli- 
eable to the Supplemental Register. The only burden, therefore, 
that should fall upon the petitioner is the burden of going forward. 
Having done this, it should then be required of the registrant to 
establish his rights either affirmatively or by showing an absence 
of any likelihood of confusion. Certainly the Patent Office in can- 
cellation proceedings, should attach no greater weight to such 
registrations, especially when attacked by one possessing prima 
facie ownership, than is given to them by the courts.‘ 

3. 52 F. supp. 432, aff’d 143 F 2d 895, cert. den. 323 U.S. 766 (1943). 


4. See Armstrong Paint ¢ Varnish Works v. Nu-Enamel Corporation, 305 U. 8. 
315. 
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BRAND LOYALTY — FACT OR FICTION* 
By Dr. George H. Brown** 


One of the most intriguing of all marketing questions revolves 
around ‘‘brand loyalty.’’ Do customers purchase a favorite brand 
time after time or do they shop around at random? Do the type of 
merchandise involved and the relative strength of brands have an 
important influence? How many customers stay with a single 
brand of a frequently purchased item for a considerable period of 
time? Just what is a ‘‘brand loyal’’ customer? Can a brand de- 
velop enough consumer loyalty so that it can get a sizable share 
of the market from a relatively small group of steady purchasers, 
or must it make occasional sales to a large proportion of the 
families in the market? 


Through the cooperation of the Chicago Tribune, ApvERTISING 
Ace has sponsored some basic research into the problems of brand 
loyalty at the University of Chicago. The Chicago Tribune has 
been operating a consumer purchase panel covering a wide variety 
of grocery and drug items for four years. 


The panel is a diary operation, perhaps the most extensive 
conducted on a local or regional basis by any private organization. 
It shows not only which items are purchased by the families in 
the panel, but the sequence of purchase. Thus, if a family makes 
ten purchases of coffee in a month, the panel data shows not only 
the total purchases and the brands bought, but whether Brand A, 
accounting for five of the ten purchases, was bought five con- 
secutive times and then abandoned, or whether the five purchases 
of that brand were interspersed with purchases of one or more 
other brands. , 


The Tribune panel data used in the study covered the calendar 
year 1951. Although 610 families in the panel kept a complete 
record of their purchases for that year, only the purchases of 100 
buyers of a particular product class were analyzed in detail. For 
example, 516 out of the 610 families bought margarine during the 
year 1951. To secure 100 families for the ‘‘purchase profile,’’ 


*Reprinted by permission from the January 26, 1953 issue of ADVERTISING 
AGE. Copyright 1953 by Advertising Publications Inc. 

**Professor of Marketing, the School of Business, University of Chicago; National 
director and past president of the American Marketing Association. 
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every fifth such family was selected, with three of the 103 thus 
obtained deleted at random. A similar process was followed for 
all other products, giving a different set of 100 families for each 
product studied. 


An appreciable degree of statistical accuracy has necessarily 
been sacrificed in restricting the sample to 100 families selected 
from those reporting regularly each week. In return, however, it 
has been possible to reproduce the basic data in its entirety for 
future study and for a better grasp of the basic findings. The in- 
adequacies of the sample do not interfere with the method of 
analysis developed nor the broad general conclusions drawn from 
the findings. 


Nine products, selected for assumed differences in brand 
loyalty patterns, were included in the study. Each of these has 
been separately reported during 1952 in an issue of ApveERTISING 
Acre. The products and the issue dates are as follows: 


Margarine 

Toothpaste 

Coffee 

All Purpose Flour 

Shampoos 

Ready-to-eat Cereals .............. Sept. 1 
Headache Remedies 

Soaps and Sudsers 

Concentrated Orange Juice 


During the study a method of ‘‘direct classification’’ of fam- 
ilies according to loyalty was developed. Any family making five 
or more purchases during the year was placed in one of four basic 
categories depending upon the purchase pattern shown. While 
this is not the place to discuss the method, the principle can be 
illustrated as follows: 


1. Family showing undivided loyalty bought brand A in the 
following sequence: AA AAAA 


2. Family showing divided loyalty bought brands A and B 
in the following sequence: ABA BAB 


3. Family showing unstable loyalty bought brands A and B 
in the following sequence: A A ABBB 
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4. Family showing no loyalty bought brands A, B, C, D, EK, 
and F, in the following sequence: A F CB D E 


The results of the direct classification for the nine products 
studied can be summarized as follows: 


TABLE I 


ANALYSIS OF CLASSIFIABLE FAMILIES 
ACCORDING TO BRAND LOYALTY 


Undivided Divided Unstable No 
Item Loyalty Loyalty Loyalty Loyalty 


Margarine ‘ 13.8 
Toothpaste } 6.5 
Coffee : 18. 

All Purpose Flour é 7.1 
Shampoo 10.4 
Ready-to-eat Cereal ........ 12.5 22.7 
Headache Remedies 46.1 23.1 
Soaps and Sudsers 16.8 20.0 
Concentrated Orange Juice.. 26.8 7.0 


On the basis of these findings, an effort will be made to answer 
some of the basic questions posed at the outset of the study. The 
conclusions, obviously, are restricted to the data studied and can- 
not be generalized to other items without additional research. 
Within the limits of our resources, however, here goes. 


Question 1. Do consumers purchase a favorite brand time 
after time or do they shop around at random? 


Answer: On the basis of the nine products studied, the major- 
ity of consumers tend to purchase a favorite brand or set of brands. 
Only a minority divide their purchases over five brands or more 
or otherwise show evidence of buying brands at random. Brand 
loyality is a fact, not a fiction. 


Question 2. How many consumers stay with a single brand 
of a frequent-purchase item for a considerable time? 


Answer: Somewhere between a fourth and a half of the buyers 
of a frequently purchased item stayed with a single brand during 
the 12-month period under study. These statistics are based on 
our study of margarine, coffee, ready-to-eat cereal, soaps and 
sudsers, and concentrated orange juice. Interestingly enough, 
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with the exception of all purpose flour, the same generalization 
would apply to the other products included in the study. 


The extremely low figure for ready-to-eat cereal is due in part 
to the fact that family rather than individual loyalty is reflected 
in the panel data. It is possible that some of the families classified 
as having divided loyalty are in truth loyal to a single brand in 
terms of the individuals in the family. By the same token, of course, 
consumer loyalty to all the other products may be higher on an 
individual basis than on the family basis shown in the table. 


Question 3. Do the type of merchandise involved and the 
relative strength of brands have an important influence on brand 
loyalty? 


Answer: The answer to this question is no and yes—i.e. the 
type of merchandise doesn’t have very much influence on brand 
loyalty, but there is a definite relationship between strength of 
brands and nature of the loyalty shown. 


Every effort I have made to group products by some simple 
classification shows no relationship to brand loyalty. Most food 
products have a lower loyalty than the non-food items, but coffee 
exceeds shampoo, and all purpose flour heads the list for loyalty. 
The frequently purchased items show great variation in loyalty, 
but the same is true for headache remedies, flour and toothpaste, 
all of which are infrequently purchased. There does, however, 
seem to be a tendency for the less frequently purchasd non-food 
items to show a somewhat higher degree of loyalty. 


There is certainly no sharp difference between the ‘‘person- 
alized’’ products, such as toothpaste, shampoo and, to a certain 
extent, coffee and ‘‘family use’’ products such as margarine, flour, 
and concentrated orange juice in so far as brand loyalty is con- 
cerned, although here again the ‘‘family use’’ products tend, or 
might be expected, to have a somewhat slightly lower degree of 
brand loyalty. Presumably the buyer has a stronger feeling to- 
wards a product he uses personally, although it might be argued 
that it is easier to change the behavior of a single individual than 
that of an individual representing the group. Actually, the divid- 
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ing line between ‘‘personal use’’ and ‘‘family use’’ products gets 
very thin. 


The most useful generalization seems to be that loyalty is high 
in well established products where little or no change in product 
has occurred in recent years, such as flour and coffee, while loyalty 
is low where product entries are frequent, such as margarine, 
ready-to-eat cereal, concentrated orange juice, and shampoo. 
Toothpaste has a higher than expected loyalty on this basis, and 
headache remedies a lower than expected rating, but even so, their 
loyalty is high relative to the more dynamic product classes. 


The importance of brand strength to brand loyalty can be seen 
in Table II which compares the approximate market share of the 
two leading brands and the proportion of classifiable families 
showing undivided loyalty to a single brand. Although the ‘‘new 
product”’ influence is discernable, the relationship between the 
two series is clear enough. 


TABLE II 


A COMPARISON OF BRAND STRENGTH 
AND BRAND LOYALTY 


Share of Market % of Classifiable 
Going to the Two Families Showing 
Item Leading Brands Undivided Loyalty 


Margarine . 21.2 
Toothpaste ’ 61.3 
Coffee ' 47.2 
All Purpose Flour } 73.2 
Shampoo ' 44.0 
Ready-to-eat Cereal . 12.5 
Headache Remedies . 46.2 
Soaps and Sudsers ‘ 16.8 
Concentrated Orange Juice . 26.8 


Question 4. Just what is a ‘‘brand loyal’’ customer? 


Answer: A brand loyal customer is one who tends to repur- 
chase a particular brand because of some real or imaginary su- 
periority attributed to that brand. The wording of this answer 
should be studied with care since our experience has indicated 
that there are many types of loyalty existing in the market, of 
which brand loyalty is only one. For example, there is a loyalty 
towards a particular retail store which leads the person to buy 
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the brands available in that store to the exclusion of brands stocked 
by other stores. There is a ‘‘loyalty’’ towards the low-priced item 
which leads a person to repurchase a particular brand so long as 
it is the low-priced brand, but a switch will be made as soon as 
some other brand becomes lower in price. There is a ‘‘loyalty”’ 
that arises out of habit in that the buyer will always ask for or 
select a particular brand rather than go through the mental process 
of reviewing all the factors that affect the purchase decision. This 
type of loyalty cannot withstand the ‘‘special offer’’ or ‘‘ out-of- 
stock’’ inducement to try another brand. True brand loyalty re- 
flects a deliberate decision to concentrate purchase on a single 
brand due to some real or imaginary superiority of that brand. 
This type of loyalty can be held in varying degrees, depending 
upon the strength of the superiority, but it is a ‘‘brand’’ loyalty 
rather than a store, price, or convenience loyalty. 


It should be obvious from this discussion that the measure- 
ment of ‘‘brand’’ loyalty is complicated by the existence of 
**store”’ loyalty, ‘‘price’’ loyalty and ‘‘habitual’’ buying, and by 
individual as opposed to family or spending unit loyalty. What has 


been presented here as a measurement of brand loyalty is in 
reality a complex of all of these factors, of which, however, brand 
loyalty is by far the most important element. Future work in this 
problem should make the measurement more precise. 


Question 5. Can a brand develop enough consumer loyalty 
so that it can get a sizable share of market from a relatively small 
group of steady purchasers, or must it make occasional sales to a 
large proportion of families in the market? 


Answer: A brand can develop enough consumer loyalty so 
that it can get a sizable share of market from a relatively small 
group of steady purchasers ; however, the ideal situation seems to 
be to avoid the extremes of loyalty or non-loyalty. While a sizable 
share of the market can be secured through high loyalty among a 
relatively small group of buyers (witness Squibb toothpaste with 
4.8% of the market from 3% of the total toothpaste buying families, 
or Rayve shampoo with 4.2% of the market from 5% of the sham- 
poo buying families), the most successful brands combine a mod- 
erate degree of loyalty with wide market coverage. Table III, 
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which reports the proportion of business coming from ‘‘loyal”’ 
customers (those giving 75% of their volume to a single brand) 
shows that characteristically half to two-thirds of their volume 
comes from this group with the remainder from less loyal buyers. 
Some brands, such as Kellogg’s Rice Krispies, secure a good share 
of the market (approximately 6%) even though almost 80% of its 
volume comes from occasional purchasers. As a rule, however, 
brands with extremely high loyalty (Fij Oil shampoo) or extremely 
low loyalty (Keyko margarine) end up with a relatively small 
share of the total market. 


TABLE III 


PROPORTION OF TOTAL VOLUME COMING FROM FAMILIES 
CONCENTRATING THEIR PURCHASES ON ONE BRAND FOR 
THE LEADING BRAND IN THE NINE PRODUCT CLASSES 
STUDIED 


Degree of Concentration of Purchase 
Brand 75-100% 50-74.9% 25-49.9%  0.1-24.9% 


Allsweet (Margarine) . 14.5 18.7 13.8 
Colgate (Toothpaste) . 27.8 6.0 2.5 
Hills Brothers (Coffee) 3. 12.6 5.4 19. 
Pillsbury (Flour) . 23.8 7.2 3. 
Drene (Shampoo) ; 42.8 17.4 9. 
Kellogg’s Corn Flakes 

(Cereal) , 15.9 20.1 36. 
Bayer Aspirin (Headache 

Remedies) f 28.2 17.7 0. 
American Family Flakes ; 10.1 38.1 ue 
Snow Crop (Concentrated 

Orange Juice) ; 40.5 26.1 13.3 


Question 6. What bearing, if any, does a high or low degree 
of brand loyalty have on advertising decisions? 


Answer: If brand loyalty is high, the advertiser has a good 
ease for ‘‘investment’’ expenditures where large amounts are 
expended over short periods of time to win new users in the knowl- 
edge that continued purchases after the advertising has been cur- 
tailed will ‘‘amortize’’ the advertising investment. If there is a 
low degree of brand loyalty in the product class, advertising ex- 
penditures should be continued at a fairly steady rate on a ‘‘pay- 
as-you-go’’ basis, or demonstrated returns in extra sales equal to 
or greater than the extra advertising costs. Since the market is 
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likely to be composed of both loyal and random purchasers, some 
combination of these approaches should be undertaken, with the 
advertising ‘‘mix’’ dependent upon the loyalty to the brands in 
the product class under consideration. 


It should be emphasized, however, that brand loyalty is a 
means to an end rather than an end in itself. The ultimate ob- 
jective of a busines organization is to serve the community by 
providing wanted goods and services. Sometimes a small segment 
of the community will want a particular kind of service, in which 
case brand loyalty will be high but a market share will be low. In 
other cases, a large segment of the community may want variety 
or may be constantly seeking for some impossible goal in which 
ease brand loyalty will be low and market share may be high or 
low depending upon a variety of other circumstances. 


An intelligent use of data on brand loyalty requires an under- 
standing that the whole market will seldom be so homogeneous 
that everyone will agree to vote one single brand the favorite. 
Long run successful business operations can be achieved with any 
combination of high and low brand loyalty and small or large 
market share. The fundamental criterion is that a sufficiently 
large segment of the market support the product quality being 
promoted. 
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NOTES FROM OTHER NATIONS 
Brazil 
Law Revision 

A committee has been appointed for the purpose of studying 
and revising the Code of Industrial Property. One of the primary 
subjects under consideration is the possible establishment of 
special protection for marks which are ‘‘well known.’’ A second 
matter under consideration is a revision of the law dealing with 
suppression of commercial names. 


Canada 


Infringement 


Following publication of the note on the ‘‘Mickey Mouse”’ 
case in Switzerland in the January issue (45 T. M. R. 53) a Can- 
adian member advised that substantially the same result was 
reached by the Exchequer Court of Canada in King Features Syn- 
dicate v. Lechter. In that case the plaintiff was the owner of a 
copyright in the Popeye comic strip and the defendant had reg- 
istered the word ‘‘Popeye’’ as a trade-mark for watches. The 
defendant had been selling watches which bore on their faces the 
word ‘‘Popeye’’ together with the grotesque figure of a sailor, 
but this figure was not identical with the familiar cartoon of 
Popeye. The defendant was enjoined from using the grotesque 
figure on its watches, but the court refused to enjoin use of the 
word ‘‘Popeye”’ alone. 


Ceylon 


International Convention 


Effective December 29, 1952, Ceylon adhered to the Arrange- 
ment of Madrid Concerning the Repression of False Indications 
of Origin of Merchandise. 


Dutch Antilles 
International Convention 
As of March 10, 1953, this territory will withdraw from the 
Madrid Arrangement. From that date forward international 
marks will no longer be accepted and applications to register must 
be filed by nationals of countries adhering to the Arrangement if 
protection is to be sought under a registration. 
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France 
German Owned Trade-Marks 

During negotiations for a trade agreement French authorities 
have declared that in principle France is prepared to re-establish 
sequestrated German trade-marks on the basis of an Act of Parlia- 
ment. The French have stated to the German Federal Minister of 
Economy that the State Property Department will not institute 
any further proceedings against importation of German goods 
under the sequestrated German trade-marks without a license. 


Great Britain 
Unfair Competition 

In John Haig and Co. Ltd. v. Forth Blending Co. Ltd., et al, 
the Court of Session in Scotland has continued an interim edict 
granted to the plaintiff. The petitioners had for a Jong time sold 
whisky in bottles of a special design which they stated had become 
known as ‘‘Dimple’’ bottles and that such bottles were recognized 
as indications of origin of the whiskey sold under the trade-marks 
‘‘Dimple’’ and ‘‘Dimple Scots.’’ The respondents recently com- 
menced using similar bottles and when brought before the Court 
they contended that such bottles were common to the trade. The 
only example of third party use which they offered however, was 
a use in export trade. An interim edict against the use of the 
bottles by the court was granted and the respondents moved to 
discharge it. Lord Sorn held that on the balance of convenience 
the interim edict should be continued but should be modified by 
confining it to the use of such bottles for the home trade. 


Confusingly Similar Marks 


Spillers Ltd. applied to register ‘‘Vivos’’ as a trade-mark for 
flour, alleging use on brown flour for many years. The application 
was filed under the concurrent user provision of the Act because _ 
of conflict with certain registrations which were not involved in 
the proceedings herein discussed. The application was opposed by 
the owners of the mark ‘‘Hovis’’ registered for flour and bread. 
‘‘Hovis’’ had been marked by bakers upon loaves of bread made 
from flour bearing the mark, but ‘‘Vivos’’ had not been used in 
this manner. The flour produced by each of the parties was. not 
sold to the general public. 
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The opposers alleged that if ‘‘ Vivos’’ were registered the use 
of the mark on loaves of bread made from the flour would be a 
permitted use and would result in confusion with ‘‘Hovis’’ bread. 


The Assistant Comptroller held that on the evidence before 
him the applicant had not satisfied him that the mark was free 
from objection, but he nevertheless had a discretion in the matter 
and this discretion should be exercised in favor of the applicant. 
The opposer appealed to the court. 


In the High Court of Justice—Chancery Division—Mr. Jus- 
tice Danckwerts held that the marks were not confusingly similar 
and that even if they had been the Registrar had certain discretion 
in the case and that there were no grounds for interfering with 
the rightful exercise of this discretion. The appeal was dismissed. 


Iraq 
Certification and Legalization 

The law of Certification and Legalization of Certain Foreign 
Documents has been amended to require that all powers of attorney 
must be certified by the Iraqi Ministry of Foreign Affairs before 
filing with the Registrar of Trade-Marks. The Minister of Foreign 
Affairs will not certify any document unless it is certified by an 
Iraqi Consul abroad. 


In those countries where there is no Iraqi Consul, documents 
may be certified by an Egyptian Consul, and if none is available, 
by a British Consul. In the case of certification by an Egyptian 
Consul abroad it should be certified by the Egyptian Consul in 
Iraq prior to its submission to the Ministry of Foreign Affairs 
for certification. 


Documents certified by a British Consul abroad must be sent 
to London for certification by the British Ministry of Foreign 
Affairs and then by the Iraqi Consul in London before submission 
to the Iraqi Minister of Foreign Affairs for certification. 


Luxemburg 
German Owned Trade-Marks 


Pre-war German owned trade-marks both national and inter- 
national, may soon be released as a result of an agreement con- 
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cluded between the governments of the Federal German Republic 
and Luxemburg. The release will be effected on the filing of an 
application by the German owner, and such applications must be 
submitted to the Luxemburg Sequestration Office by April 1, 1953. 


Mexico 
Compulsory Markings 
Effective October 21, 1952, the use of trade-marks on all wear- 
ing apparel sold in Mexico is compulsory. 


The apparel] must bear the following information: the trade- 
mark, whether registered or not; the registered number if the 
trade-mark is registered; the name and address of the place of 
business in which the apparel was manufactured; and the indica- 
tion ‘‘ Hecho en Mexico’’ (Made in Mexico) upon apparel produced 
in that country. 


Netherlands 
German Owned Trade-Marks 


The Institute for the Administration of Enemy Patents and 
Trade-Marks has announced that if the German owner of a trade- 
mark has not filed his request for restitution within the time fixed 
for this purpose, it will be possible in certain cases to cancel such 
marks if the mark to be canceled constitutes a bar to the registra- 
tion of a new mark in the Netherlands. 


Syria 
Compulsory Registration and Use 

Legislative Decree No. 245 reported in 43 T. M. R. 54 has 
been implemented by a second decree issued by the Minister of 
National Economy. Under this latter order, it appears that regis- 
tration and use of trade-marks are now compulsory with regard 
to pharmaceutical products, conserved food stuffs, perfumery, 
toilet articles, and alcoholic drinks. 


Turkey 
New Statute (Proposed) 


A proposed new trade-mark statute is now being considered 
in Turkey. The present Turkish law dates from 1888 and is today 
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deemed by most trade-mark owners to be inadequate to discourage 
infringement and counterfeiting. Turkey adhered to the Paris 
Convention in 1925, but no attempt has been made until the present 
to carry out the commitment undertaken in that Convention. 


Uganda Protectorate 
New Statute 
The Trade-Marks Ordinance No. 14 of 1952, has been enacted 
and is substantially the same in form and content as the British 
Act of 1938. It provides for Parts A and B of the register, regis- 
tered user, registration of certification marks and assignment with 
or without the good will of the business. 


Viet Nam 
New Statute 

Prior to enactment of the Trade-Mark Ordinance of 1952 in 
Viet Nam trade-marks of foreign nationals were registered in 
Paris and those of Indo-Chinese (now the separate states of Viet 
Nam, Cambodia, and Laos) nationals in Saigon. Under the new 
ordinartice registrations which were made in Saigon continue 
in force in all three states until they are due for renewal and, 
when renewed, they are effective in Viet Nam only. 


With regard to registrations heretofore made in Paris under 
the old law, protection is apparently continued in Cambodia and 
Laos, it is doubtful whether they provide protection in Viet Nam 
since the effective date of the new statute. 


French companies holding registrations issued in Paris prior 
to enactment of the Viet Nam law are protected until September 1, 
1953, except that if such registrations are due for renewal, they 
must be renewed under the new Act. With regard to non-French 
companies holding registrations in Paris, a conservative construc- 
tion of the new Act indicates that application to register in Saigon 
under the new Act should be made if protection is to be claimed in 
Viet Nam. 





THE TRADE-MARK REPORTER 


Part Il 


CHAMPION SPARK PLUG COMPANY v. SANDERS, ET AL., 
doing business as 
THE PERFECT RECONDITIONING SPARK PLUG COMPANY 


No. 3767—E. D. N. Y.—December 3, 1952 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 


Maintenance of accounting records reasonably expected of substantial business 
is not necessarily applicable to a two-man shop. Tolerance should govern decision. 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Social Security payments and like items must be deducted in accounting of 
profits. 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 


Defendants are required to support formula to prove proportion of time and 
services put forth in repair and sale of infringing items as compared with total 
of all items in order for master to make allocation. 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 


Defendants held not entitled to deduct legal and accounting fees paid in con- 
nection with instant litigation. 


REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—ACCOUNTING 
Reasonable counsel fees and legal expenses may be recovered by plaintiff. 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Interest may be awarded to plaintiff when defendants profit from infringing 
decree. 


Suit for infringement and unfair competition by Champion Spark 
Plug Company v. Peter Sanders, Samuel Sanders and Harry Sanders, do- 
ing business as The Perfect Reconditioning Spark Plug Company. Both 
parties excepted to master’s report on accounting of profits from sales in 
contempt of decree. Plaintiff’s objections overruled. Defendants’ objections 
overruled in part and sustained in part. 


Ward, Crosby & Neal (Joshua Ward, of counsel), of New York City, for 
plaintiff. 


Bernard Bienstock, of New York City, for defendants. 
Byers, D. J. 


Hearing on exceptions to report of master to take testimony and report 
as to damages and profits, including legal expenses of the proceeding, 
deemed to have been suffered or incurred by the plaintiff by reason of a 
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finding adjudging that the defendants are in contempt of the decree of this 
Court entered on mandate, as stated in the opinion reported in 102 F. Supp. 
340, [42 T. M. R. 647]. 


The report concludes that the plaintiff is entitled to recover of the de- 
fendants: 


Profits $14,275.92 
Legal Fees 1,500.00 
Legal Expenses 934.53 


Total $16,710.45 


Both parties have filed objections and challenge the computations 
which underlie the foregoing figures. 


It will be convenient to treat the findings separately, together with the 
respective objections, references being to the pages of the report unless 
otherwise indicated. 


1. Defendants’ total sales of spark plugs, manufactured by plaintiff, 
between February 9, 1950 and March 24, 1952, 272,540 at 13¢ each, $35,- 
430.20. 


The foregoing appears on page 3 and is not contested by either party. 


Plaintiffs’ first objection is to the statement on page 2 that ‘‘these sales 
were advertised and were openly made,’’ which is said to be erroneous and 
misleading because most were to purchasers (mistakenly called ‘‘agents’’ in 
the petition) who shipped the plugs to foreign countries. The evidence does 
not disclose anything clandestine about the sales, some of which seem to 
have been the result of advertisement, such as that in the Journal of Com- 
merce. This objection by plaintiff is not sustained. 


2. The defendants’ cost items as allowed. 
The finding on page 5 reads: 


‘‘T find and report that the defendants have proved their cost 
items and are allowed the same, save for certain excluded cost items 
later stated, which are disallowed as a matter of law.’’ 


Objections 2 and 3 of the plaintiff go to the nature of the proof, namely, 
the character of the defendants’ records—such as they are—which were 
relied upon by the master; these consist only in defendants’ checkstubs of 
amounts drawn to cover cash outlays in connection with the purchase of 
spark plugs for repair, and duplicate invoices of sales of the completed 
commodity. Since the raw materials so acquired are discarded spark plugs 
bought from garages, filling stations and other similar sources, of which not 
all are Champion spark plugs, it is evident that the defendants’ records are 
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less than convincing as to their purchase of plugs originally manufactured 
by the plaintiff. 


As the master points out, the cost price for discarded Champion spark 
plugs ‘‘eould only be averaged or estimated, based upon the prices paid for 
bulk lots’’ of miscellaneous plugs (p. 5). This, of course, could be import- 
ant because the unit price would vary according to the number of Cham- 
pion plugs which had to be discarded during the course of repair (Record, 
p. 16), and the cost of nuts and terminals used as replacements when re- 
quired (Record, p. 23). Thus the true materials cost, which would be the 
first item in the computation of profit, is an approximation or average figure 
stated by the defendant, Samuel Sanders; he also decided upon the rental 
charge of the premises occupied by Perfect Recondition Spark Plug Com- 
pany in property owned, and in part occupied, by Peter Sanders, the father 
of the other defendants bearing the same name. 


To digress for a moment concerning Peter: A motion to dismiss the 
cause as to him was denied at an earlier stage of the case in the absence of 
testimony that the ostensible showing of the certificate of registration of the 
trade name was actually rendered effective in the operation of the enter- 
prise by the sons, Samuel and Harry. There is such testimony in the record 
before the master, which could be the basis for a renewal of that motion. 


Resuming the discussion of the plaintiff’s objections to reliance upon 
the defendants’ meager records, that with respect to sales is more persuasive 
than of the cost items, since the duplicate invoices are specific in disclosing 
the sale of Champion spark plugs during the period February 9, 1950 to 
March 24, 1952 as stated by the master to be 272,540. This figure is not 
challenged by the defendants and is therefore deemed to be correct. The 
selling price of 13¢ per plug as stated by the master is also unchallenged. 
Thus the computation of the total figure resulting from the defendants’ 
sales, as above stated, of $35,430.20. 


The plaintiff’s objections 2 and 3 are addressed to: 


(a) The master’s reliance upon the testimony of an accountant who 
did not himself prepare the records, such as they are, but relied upon what 
was related to him by another accountant who seems to have made up in- 
come tax data; the former made spot checks of the invoices. He said (Rec- 
ord, p. 34) that he did not examine the checkbooks of the Perfect ete. Com- 
pany ; he also seemingly relied upon oral comments and explanations made 
to him by the defendant, Samuel Sanders, as to the practices followed by 
him and his brother in conducting the business. 


The master accepted the testimony of the accountant and of the de- 
fendant, Samuel Sanders, having in mind the provisions of Fed. Rules Civ. 
Proc. Rule 53, subd. (d) (3), under which he had made a preliminary 
order. Since he was apparently satisfied as to the facts, the method by 





Vol. 43 T. M. R. CHAMPION SPARK PLUG v. SANDERS 267 


which they were established should not be too critically examined by the 
Court under the circumstances of this case. What could be reasonably ex- 
pected by way of the maintenance of accounting records by a substantial 
business enterprise, would not necessarily apply in the case of a two-man 
shop in which but few others—the exact number does not appear—were 
employed. It is true that a discrepancy was disclosed in the original state- 
ment, Exhibit A, Schedule I, of some 950 Champion spark plugs sold by 
the defendants and omitted from that schedule ‘‘inadvertently,’’ accord- 
ing to Mr. Samuel Sanders. It is true also that the deduction allowed for 
commissions is not supported by direct evidence, or even names of 
recipients; however, these blemishes seem not to have discredited the 
recapitulation as a whole, in the view of the master, and similar tolerance 
should govern this decision. This aspect of the objections is not without 
substance. Nevertheless, it may not prevail, for I doubt if a rehearing 
would be productive of a more convincing showing. 


(b) This phase of the plaintiff’s objections goes to the allowance of any 
deductions to the defendants by reason of the deficiency in form above dis- 
cussed, and apparently also to the merits of the items involved, even though 
they may be deemed to have been established. 


The foregoing, and defendants’ objections 1, 2, 3 and 4, apply to the 
same subject-matter of the report, and are addressed to the exclusions by 
the master from the claimed deductions, except number 1, which requires no 
discussion. That states that the entire report is objectionable because the 
defendants ‘‘are not guilty of contempt.’’ Obviously, this is merely an as- 
sertion of the legal right to challenge on appeal the order of February 19, 
1952. 


The above quoted reference to the master’s report to such of the de- 
fendants’ cost items as are allowed does not tabulate, but seemingly 
Schedule III of Exhibit A is relied upon. The plaintiff challenges the show- 
ing of this entire exhibit and asserts that the objection thereto was never 
withdrawn. The record is not sufficiently clear to present the point but for 
argument it will be assumed that the master’s ruling admitting the exhibit 
is presently open to question, and it will be sustained as to admissibility in 
order to dispose of a controversy which must be resolved if final determina- 
tion is ever to be reached. It follows that the deductions allowed by the 
master are to be tolerated, which disposes of plaintiff’s objection 3 in its 
entirety, and presents for consideration the excluded items of defendants’ 
credits as claimed, namely: 


Partners’ salaries as shown on Exhibits A and C 

(Objection 3) $11,210.00 
Legal and Accounting Fees (Objection 4) 1,550.00 
Federal Income Taxes 1951 and 1952 (Objection 2) 793.41 


Total $13,553.41 
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Of the foregoing, it is apparent that the subject-matter of defendants’ 
objection 2 was inadvertently disallowed since the partnership paid no Fed- 
eral income taxes but caused to be filed information returns concerning the 
individual taxable income of the partners. The figure disallowed ($793.41) 
actually represented payments of Social Security taxes and like items, and 
must be allowed as a deduction. Thus, defendants’ objection 2 is sustained. 


The item of partners’ salaries is not so easy of disposition. If it repre- 
sented services in the repair and sale of Champion spark plugs, no deduc- 
tion would be allowable for present purposes. Since, however, the defend- 
ants assert that some of their salaries involved services in repairing and sell- 
ing other brands of spark plugs, they argue that the exclusion of the deduc- 
tion claimed should be limited to the proportion of their total business 
which is represented by the Champion spark plug element. 


The applicable principle is stated in the Lanham Act, Tit. 15 U. S. C. 
§ 1117, having to do with the recovery to which a plaintiff should be entitled 
in such circumstances. The provision reads in part: 


‘‘In assessing profits the plaintiff shall be required to prove de- 
fendant’s sales only ; defendant must prove all elements of cost or de- 
duction claimed. * * * ”’ 


These defendants have not offered testimony to support a formula such 
as they suggest, that is, they have not undertaken to prove the proportion 
of their time and services put forth in the repair and sale of Champion 
plugs as compared with the total of all plugs handled by them, which means 
that the master was not provided with the basis for the allocation which the 
defendants now assert he should have made. 


The situation is comparable to that disclosed in Westinghouse Electric | 
& Mfg. Co. v. Wagner Electric & Mfg. Co., 225 U. S. 604, in which the Court 
examined the basis of recovery by a patentee from an infringer in a case in 
which it appeared that the infringing sales represented only a part of the 
defendant’s profits. It is stated that the proof shows that the defendant 
had ‘‘inextricably commingled’’ profits attributable to the patent and to 
non-infringing and valuable improvements. The infringer was said, 225 
U. S. at page 619, to be a ‘‘trustee for the plaintiff in respect of profits.’’ 
The opinion contains the following, 225 U. S. at page 620: 


‘‘6. But when a case of confusion does appear—when it is im- 
possible to make a mathematical or approximate apportionment—then 
from the very necessity of the case one party or the other must secure 
the entire fund. It must be kept by the infringer, or it must be 
awarded by law to the patentee. On established principles of equity, 
and on the plainest principles of justice, the guilty trustee cannot take 
advantage of his own wrong. The fact that he may lose something of 
his own is a misfortune which he has brought upon himself; and, if, as 
argued, the fund may have been made by the use of other patents also, 
for which he may be liable in another case, it is again a misfortune 
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which he has brought upon himself and an instance of a double wrong 
causing double liability. He cannot appeal to a court of conscience to 
cast the loss upon an innocent patentee and by judicial decree repeal 
the provision of Rev. Stat. § 4921, which declares that, in case of in- 
fringement, the complainant shall be entitled to recover the ‘profits to 
be accounted for by the defendant.’ ”’ 


A formulation of the applicable rule will be found in Clair v. Kastar, 
70 F. Supp. 484 at page 487, which cites, among other authorities, Cal- 
laghan v. Myers, 128 U. S. 617, at page 664. The defendant’s objection 3, 
therefore, is overruled. 


Defendants’ objection 4 is directed to the master’s failure to credit 
them with legal and accounting fees in defending this proceeding, but the 
objection is untenable, whatever might be said to the contrary in a case in 
which a defendant should succeed in demonstrating noninfringement or ob- 
sence of unfair competition. The defendants seems to rely upon certain 
language in the opinion in Stetson v. Stetson, 58 F. Supp. 586 at page 592, 
in which the contentions of that defendant were discussed, including the 
assertion that ‘‘its actions now adjudged contumacious were not wilful, that 
there was an honest legal dispute as to whether they were in violation of the 
decree * * *,’’ In disposing of that branch of the case, the following 
language occurs: 


* “For the reasons stated by the master, and for the additional rea- 
son that defendant has failed to prove that these items of expense were 
properly deductible, as having been spent in its defense in this proceed- 
ing, I sustain the master’s ruling.’’ 


There would be little reason for these defendants to rely upon the 
quoted language except for the following observation appearing at page 10 
of this master’s report: 


‘“As above noted, the defendants committed the accused acts 
openly, and apparently under a mistaken claim of right.’’ 


Perhaps something occurred at the hearing before the master which justi- 
fied him in using the concluding expression’ quoted, which I find it difficult 
to accept in view of the condition stated in the opinion of January 30, 1952 
[42 T. M. R. 647]: 


‘‘These plugs are painted as to the metal parts so that they look 
black, and for all practical purposes are black, not green as permitted 
by the decree, or any other color therein stated.’’ 


The testimony was that the defendants had added lamp black to the dark 
green lacquer, which was ‘‘consistent only with a purpose to make the metal 
parts appear to be black.’’ 


There was nothing in the decree on mandate which could be interpreted 
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to give the defendants the right to paint the metal parts of the plugs, as sold 
by them, black. Indeed, if it pertained to this Court to do so, I should strike 
the word ‘‘green’’ from the permissible colors for it has been flagrantly mis- 
interpreted by these defendants in an attempt to evade the decree. 


The plugs marketed by the defendants later than January 4, 1952 are 
not to be distinguished as to their color from those of earlier fabrication, 
which receives separate consideration below, but in any case it is clear to 
this Court that these defendants have not demonstrated an honest legal dis- 
pute within the quotation from Judge Bright’s opinion, and the ruling of 
this master, in excluding from the deductions the defendants’ legal and ac- 
counting fees, was in accord with the decisions quoted by him at page 7 of 
his report. It is obvious that, like the defendants in the Stetson case, the 
brothers Sanders have not ‘‘furnished a satisfactory explanation of the 
items (legal and accounting fees spent in defending this proceeding) so as 
to bring them in under expense of production and sales, and that the service 
rendered had nothing to do with producing profits.’’ It results, therefore, 
that defendants’ objection 4 is overruled. 


3. As to full discovery. The master states, on page 6: ‘‘ Full discovery 
was given to plaintiff.’’ This may be deemed to be a finding, although it is 
not so labeled, and it is the subject of plaintiff’s objection 4 that it is not in 
accordance with the facts as set forth in plaintiff’s objection 3. Naturally 
this is not the subject of a defendants’ objection. 


The argument in support of plaintiff’s objection is really a repetition 
of matters heretofore commented upon in connection with objections 2 and 
3 and plaintiff’s citation of Van Kannel v. Uhrich, 297 F. 363 is in point, but 
for reasons above stated, the objection cannot be permitted to prevail al- 
though it is indeed meritorious. 


A recapitulation of the computations contained in the master’s report, 
as modified, so far as the items thus far examined are concerned, is as fol- 
lows: 


Net profits from the sale referred to above, according to 
defendants’ showing (p. 8) $ 722.51 
to which must be added the following deductions not al- 
lowed: Partners’ salaries and withdrawals 11,210.00 
Defendants’ legal and accounting fees 1,550.00 


Total $13,482.51 


4. A reasonable counsel fee incurred by plaintiff and expenses, to be 
charged to the defendants in this proceeding. 


This subject is presented at pages 8 to 18 inclusive of the report and 
with a thoroughness that renders superfluous any extended comment there- 
on by this Court. The master discusses the employment of two eminent 
firms of lawyers to present the plaintiff’s case, and he shows that the bills 
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which were rendered were fair and reasonable as between attorneys and 
client. He adopts the views of Judge Bright in the Stetson case when he 
said that he was not convinced that it was necessary for ‘‘two sets of coun- 
sel in two cities to devote the extensive amount of time testified to here to 
a motion.’’ He says, on page 10: 


‘*No extensive or costly investigation was necessary.’’ 


Since the adjectives are relative, the comment necessarily is argumentative, 
which will explain the lengths to which plaintiff has gone on this motion to 
induce the Court to supersede the master’s opinion; in his report he re- 
capitulates the services required in this contempt proceeding and his read- 
ing of the transcript of the hearing in this Court. The basis of his finding 
is that fair and reasonable services would have represented twelve full 
days at $125 a day, and sixty hours at the rate of $25 an hour, and on page, 
14 he makes his computation of $1,500 as a reasonable fee. The cases cited 
by the master tend to sustain his views. 


Pages 16 and 17 contain the item of expenses, totalling $934.53, which 
is less than the amount claimed, and in this connection he says (p. 15): ‘‘I 
do not allow all the expense items which were required by the presence of 
two counsel.”’ 


This entire subject is at best an embarrassing one, because no lawyer 


enjoys the sensation of commenting upon the reasonable value of another’s 
services. 


One of the reasons for the selection of the master in this case was his 
great experience in this field of the law, and the demonstrated integrity and 
sagacity of his mental processes. It is not to be thought that the Court has 
relied blindly upon what the master says, for that is not the fact. 


The result of analysis and reflection upon the subject may be thus 
stated : 


Plaintiff was free to select its own counsel and to confide to them the 
presentation of this proceeding; it thereby incurred a financial obligation 
commensurate with their attainments and the nature of the services that 
they found it necessary to render. To transfer that obligation to the de- 
fendants would cast upon the latter a burden which in all probability would 
lie beyond their capacity to bear; therefore, the present task is to arrive at 
a sum fairly to be charged against them in view of all the circumstances of 
the ease, among which are those discussed on pages 18 and 19 of the report. 
It is concluded that the master’s award of $1,500 for services, and $934.53 
for expenses, is just and proper. 

Defendants’ objection 5 is directed only to the items of expense as not 
being in accord with the decision in the Stetson case, supra, but there is no 
disposition on the part of this Court to disagree with the master, and the 
objection is overruled. 
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Defendants’ objection 6 is to an alternative recommendation, whereby 
the allowance of counsel fees to plaintiff would have been increased as an 
offset to possible change in the excluded items asserted by the defendants 
and discussed above. Since there is only the matter of the deduction for 
Federal income taxes which has been changed, that recommendation of the 
master need not be discussed, and the objection therefore falls. 


Plaintiff’s objections 5, 6 and 7 are directed to the failure of the master 
to award the full sum requested representing legal services and disburse- 
ments, and what has been said sufficiently indicates the views of the Court 
to explain why these objections are overruled. 


5. Exhibit J. The remaining finding which is the subject of challenge 
has to do with Exhibit J. A box of ten spark plugs repaired and marketed 
by the defendants since the hearing before the Court, which resulted in the 
order of February 19, 1952, was received in evidence by the master as an 
indication that the defendants had not mended their ways so far as real 
conformity to the order on mandate is concerned. These plugs, as the de- 
fendant Samuel Sanders testified, represented plugs which the defendants 
were selling as of the date of the hearing, namely, May 7, 1952. 


That conduct of the defendants was one of the ‘‘cireumstances of the 
case’’ referred to on pages 18 and 19 of the report, and for that purpose 


they must be deemed to have been admissible. The master’s ruling in that 
connection is approved. 


The foregoing is the subject of defendants’ objection 7, which is over- 
ruled. 


The result of the foregoing is that there must be awarded to the plain- 
tiff, the following: 


Profits, as computed $13,482.51 
Counsel fees 1,500.00 
Legal expenses 934.53 


Total $15,917.04 


As to the award of interest, it seems that the language of the Stetson 
case, supra, 58 F. Supp. at page 596, applies directly to the conduct here 
under review, namely: 


‘‘T think here that defendant(s) deliberately took the chance and 
profited by it (meaning the chance of infringing the decree on man- 
date) and interest should be computed from the date of the first ob- 
jectionable advertisement * * *.’’ 


The comparable date in this case is January 1, 1951, when the defend- 
ants’ sales began to assume real proportions, and accordingly interest is 
awarded from that date. 
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The matter being before the Court on cross-objections to the report, 
pursuant to stipulation dated October 7, 1952, the disposition is as follows: 


The defendants’ objections, with the exception of objection 2, are over- 
ruled ; objection 2 is sustained. 


Plaintiff’s objections are overruled; and 
The report, except as modified, is confirmed. 


There is, therefore, imposed upon the defendants a fine in the sum of 
$15,917.04, with interest from January 1, 1951, to be embodied in a judg. 
ment to be settled on notice, which may contain a reasonable provision as to 
the time within which such fine is to be paid; also the Court can pass upon 
a possible application for an allowance of counsel fees to plaintiff for 
services rendered since the filing of the master’s report; also the appropri- 
ate sum constituting an allowance to the master. 


ALBRO METAL PRODUCTS CORPORATION v. ALPER, ET AL., 
doing business as ALBRO STEEL COMPANY 


N. Y. Sup. Ct., App. Div., Ist Dept.—December 16, 1952 


REMEDIES—UNFAIR COMPETITION—TRADE AND COMMERCIAL NAMES 
‘“Albro Steel Company’’ as trade name for structural steel business is unfair 
competition with ‘‘Albro Metal Products Corporation’’ as trade name for steel 
products fabricator. 
REMEDIES—UNFAIR COMPETITION—DEFENSES 
Even though defendant did not know of plaintiff’s name, if confusion is 


likely, plaintiff is entitled to protection of its name. 
Appeal from N. Y. Supreme Court, Bronx Co. 


Suit for unfair competition by Albro Metal Products Corporation v. 
George E. Alper, Seymour L. Alper, and Rose Alper, doing business as 
Albro Steel Company. Plaintiff appealed from “decision dismissing com- 
plaint. Reversed. 


Louis D. Frohlich, Lawrence C. Gibbs, and Schwartz & Frohlich, of 
New York City, for plaintiff. 


Isidor Neuwirth, of New York, for defendants. 


Before Peck, Presiding Justice, and CALLAHAN, VAN VooruiIs and BREITEL, 
Justices. 


PER CURIAM. 


The trial court dismissed the complaint in this action for an injune- 
tion, and plaintiff appeals. 
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Plaintiff is a corporation named ‘‘Albro Metal Products Corpora- 
tion.’’ Defendants are individuals doing business under the assumed 
name of ‘‘Albro Steel Company.’’ The injunction sought was against 
the use of the name ‘‘Albro’’ in connection with defendants’ business. 


Plaintiff’s corporate existence and name date back to 1931, and for 
the past twenty years it has been engaged in the business of fabricating 
steel, aluminum and bronze products. Defendants, two brothers and their 
mother, have been engaged for several years in the business of selling 
structual steel, but not until late 1950 did they assume the name Albro 
Steel Company, explaining it as an acronym for the words Alper 
Brothers. Prior to that time they were doing business under the 
name of Queensborough Steel Company or Alper Brothers. 


Although a Queens business never before listed in the Bronx tele- 
phone directory, defendants listed their new name in the Bronx telephone 
directory, where plaintiff has its principal office. The confusion which 
one might expect to result from such similarity of names of concerns 
in related business fields was soon manifested through misdirected in- 
quiries, telephone calls and mail. 


Although the parties may not be in competition, and we might even 
accept defendants’ statement that they did not know of plaintiff’s name 
and business at the time they adopted the name Albro, it is still sufficiently 
clear upon the facts that confusion is likely and that plaintiff is entitled to 
the protection of its name against the incursion of defendants. Tiffany & 
Co. v. Tiffany Products, Inc., 147 Misc. 679, aff’d 237 App. Div. 801, aff’d 
262 N. Y. 482; Long’s Hat Stores Corp. v. Long’s Clothes, Inc., 224 App. 
Div. 497; Martha Washington Candies Co., Inc. v. Martha Washington Ice 
Cream Co., Inc., 280 App. Div. 256 [42 T. M. R. 663}. 


The judgment appealed from should be reversed and an injunction 
granted. 


All econeur. 


THE CROWN OVERALL MFG. COMPANY v. CHAHIN 
No. 13825—C. A. 5—January 14, 1953 
REMEDIES—BASIS OF RELIEF—COLORABLE IMITATIONS 
‘‘Headall’’ for overalls is not colorable imitation of ‘‘Headies’’ or ‘‘ Head- 
light’’ used with dominant and distinctive feature of a railroad engine headlight 
on pants, shirts and overalls. 


Appeal from District Court for Western District of Texas. 


Suit for infringement and unfair competition by The Crown Overall 
Mfg. Company v. Elias G. Chahin, doing business as Chahin Bros. and 
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Head-All Mfg. Co. Plaintiff appealed from decision dismissing complaint. 
Affirmed. 


Frank Zugelter, of Cincinnati, Ohio and Henry M. Robinson, of New 
Orleans, Louisiana, for plaintiff-appellant. 


R. H. Feuille and Thornton Hardie, of El Paso, Texas, for defendant- 
appellee. 


Homes, Circuit Judge. 


The appellant, in its complaint, alleged that it owned the trade-marks 
Headies and Headlight, and used them for many years on its wearing 
apparel of pants, shirts, and overalls; that the appellee, long after the 
registration by appellant of said trade-marks, began the production and 
sale of overalls bearing the trade-mark Headall; and that appellee was 
selling the same in several southwestern states, thereby infringing ap- 
pellant’s trade-marks on goods of the same descriptive character, which 
entitled it to an injunction and damages. The appellee denied any deceit, 
fraud, or confusion, and claimed that the use by him of the word Headall 
did not constitute unfair or unlawful competition. 


The suit was tried on its merits before the court, without a jury, the 
court finding for the defendant and entering judgment accordingly. The 
findings of fact were that the plaintiff owned the trade-marks, and had 
used them, as alleged; but that the dominant and distinctive character- 
istie of both trade-marks of the appellant was a railroad engine-headlight 
beam feature, which appealed to the eye and made a lasting impression 
on a person’s memory, that the only difference between the Headies trade- 
mark and the Headlight trade-mark was that the former had the word 
Headies superimposed on the ‘‘headlight beam’’ instead of the word Head- 
light; and that the two trade-marks of appellant were identical in all 
other respeets, the dominant feature of each being the railroad engine 
headlight beam. 


The court found that the appellee had not advertised his Headall 
brand garments but, beginning in 1935, had sold such marked garments 
in Texas, Arizona, California, Colorado, and New Mexico; that he had 


“é 


made no attempt to copy or imitate the ‘‘railroad engine-headlight beam 
feature’’ of appellant’s trade-marks or to adopt any similar feature, the 
only similarity between the plaintiff’s and the defendant’s trade-marks 
being the word ‘‘Head,’’ the endings being entirely dissimilar and free 
from confusing similarity. The court also found that the style and shape 
of printing the arrangement of words in plaintiff’s trade-marks were 
entirely dissimilar from the style and shape of printing the words and the 
arrangement of the words in defendant’s trade-marks as used in the trade; 
that plaintiff’s trade-marks are not properly dissectible, but are composite 
marks that include the distinctive ‘‘headlight beam’’ feature, which taken 
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together connotes a headlight or headlight beam; and that the public had 
never actualy been deceived by the Headall trade-mark, nor was the re- 
semblance between the marks sufficiently close to deceive purchasers or 
to cause goods of the defendant to be passed off as those of the plaintiff. 


The court concluded as a matter of law that (1) the trade-mark 
Headall did not infringe upon the trade-marks Headlight and Headies; 
(2) that the trade-mark Headall was not confusingly similar to appellant’s 
trade-marks; and (3) that the appellee was not guilty of unfair competi- 
tion. We think that the findings and conclusions of the trial court are 
correct, and that the judgment appealed from should be affirmed. It is 
so ordered. Coca-Cola Co. v. Carlisle Bottling Works, 43 F. 2d 101, 119 
[20 T. M. R. 403] ; Coca-Cola Co. v. Carlisle Bottling Works, 43 F. 2d 119, 
120 [20 T. M. R. 403] ; Johnson Morrell & Co. v. Doyle, et al., 97 F. 2d 232, 
236, 237 [28 T. M. R. 286]; American Tobacco Co. v. Globe Tobacco Co., 
193 F. 1015; Nims’ Unfair Competition & Trade-Marks, 4th Edition, 
pp. 757, 758. 


Affirmed. 


MYERS, doing business as SURE SHOT LABORATORIES v. 


POLK MILLER PRODUCTS CORPORATION 
No. 5878—C. C. P. A.—January 14, 1953 


CourTs—] URISDICTION 
The Court of Customs and Patent Appeals assumes jurisdiction at time 
appellant gives notice of appeal, together with reasons therefor, to the Commis- 
sioner; and a motion filed thereafter with Commissioner should be transmitted 
to and filed with the Court. 


Courts— Motions 
Motion to dismiss appeal is decided in chambers, but dismissal is without 
prejudice to party’s right to renew motion at hearing. 


CANCELLATION—PLEADING AND PRACTICE 
Decision of Commissioner (Examiner-in-Chief) in cancellation proceeding 
is not of such finality as to render moot the issues involved in an application to 
re-register. 


CANCELLATION—EVIDENCE 


Concurrent use for twenty years with no evidence of confusion eliminates 
“likelihood of confusion” from realm of speculation. 


CANCELLATION—IN GENERAL 
“Sure Shot” in black-faced capital letters for capsules and liquid preparation 
for dogs is not sufficiently like “Sure Shot” in fanciful black-faced capital letters, 
arranged in curved formation above silhouette of female holding bow and arrow, 
for preparation for treatment of dandruff to entitle owner of former to cancel 
latter registration. 
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CANCELLATION—IN GENERAL 


In absence of decision of Supreme Court, C. C. P. A. would not hold that 
preparation for internal use of animals has same descriptive properties as prepara- 
tion for external use of humans. 


Appeal from Examiner-in-Chief of the Patent Office. 


Cancellation proceeding filed by Polk Miller Products Corporation v. 
Harry Myers (Malvina D. Myers, assignee, substituted), doing business 
as Sure Shot Laboratories, Registration No. 273,954, issued August 19, 
1930. Registrant-respondent appealed from decision sustaining petition. 
Reversed; Judge O’Connell dissenting. 


John F.. Brezina, of Chicago, Illinois, and Robert I. Dennison, of Washing- 
ton, D. C., for registrant-appellant. 


Mason, Fenwick & Lawrence, of Washington, D. C. for petitioner-appellee. 
GARRETT, Chief Judge. 


This is an appeal from the decision of an Examiner-in-Chief, acting 
for the Commissioner of Patents by delegation under Reorganization 
Plan No. 5 of 1950, 15 Fed. Reg. 3174, reversing the decision of an 
Examiner of [Trade-Mark] Interferences who dismissed the petition of 
appellee to- cancel the registration to appellant of a certain trade-mark 
hereinafter described. The Examiner-in-Chief held that the trade-mark 
should be cancelled and the appeal to this court followed. 


An unusual state of facts necessitates a recital which properly may 
be made at this juncture. 


First, however, it may be said that the mark of the petitioner (ap- 
pellee here), Registration 226,819, consists of the words ‘‘Sure Shot,”’ 
shown in the certificate of registration printed in capital letters with 
black-faced type. It was registered April 19, 1927, under the Act of 
February 20, 1905 for ‘‘Capsules and a liquid preparation for dogs.’’ 
The registration was renewed to appellee April 19, 1947, and was re- 
published under the Trade-Mark Act of 1946,0n November 9, 1948. 


The mark of Myers (appellant here), Registration 273,954, consists 
of a silhouette of a female holding a bow and arrow, with the words 
‘‘Sure Shot’’ printed in capital letters with somewhat fanciful black- 
faced type, arranged in curved formation above the figure. It was 
registered August 19, 1930, under the Act of February 20, 1905, for use 
on a ‘‘Preparation for the Treatment of Dandruff’’ and was republished 
under the Trade-Mark Act of 1946 on July 13, 1948, but, unfortunately 
for appellant, it was not renewed on the date of its expiration, appellant 
not having complied with the Patent Office Trade-Mark Rules relating 
to renewals. 


Registration No. 273,954 shows on its face that it was issued to 
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‘‘Harry H. Myers, * * * doing business * * * as Mobile Barber and Beauty 
Supply House.’’ It was republished under the Act of 1946 ‘‘by Harry H. 
Myers, doing business as Sure-Shot Laboratories.’’ 


It appears from the record that Myers was doing a barber’s supplies 
business at Mobile, Alabama; that it was expanded to include supplies 
for beauty parlors; and that his liquid for treating dandruff was de- 
veloped, manufactured and distributed on a small seale before the 
application was filed which culminated in his Registration No. 273,954. 
Later he established a laboratory or laboratories for the manufacture of 
his dandruff treatment material on the second floor of the building, 
owned by him, in which he was carrying on the barber and beauty sup- 
plies business. Both businesses were carried on by him for some time, 
but finally—the exact date is not definitely established in the record—he 
sold the barber and beauty supplies business but retained the manufac- 
turing business and continued to make the liquid in his laboratories, 
applying to it the trade-mark in issue. 

Harry H. Myers died October 22, 1947. His wife, appellant here, 
was his sole legatee, and was the executrix of his will. On July 23, 1948, 
final settlement of the estate was made in the Probate Court of Mobile 
County, Alabama. 


Appellee’s petition for cancellation appears to have been filed in the 


Patent Office, December 20, 1948, and appellant’s answer thereto on 
March 1, 1949. 


Both parties took testimony, the final deposition on behalf of appellee 
seemingly being concluded on July 1, 1949. 


On December 20, 1949 Malvina D. Myers was formally substituted as 
a party in place of Harry H. Myers, deceased. 


The decision of the Examiner of [Trade-Mark] Interferences dis- 
missing the petition for cancellation was rendered May 29, 1950, and the 
decision of the Examiner-in-Chief reversing it on October 31, 1950 [41 
T. M. R. 61]. Appellant Myers filed a petition for reconsideration which 
was denied November 22, 1950. It will be observed that the denial was 
two days after the time had passed within which appellant here might 
have filed application for renewal under the Patent Office Trade-Mark 
Rules. No reference was made to the expiration of appellant’s registra- 
tion 273,954 in the decision of the Examiner-in-Chief of October 31, 1950, 
nor in the decision of November 22 denying reconsideration. 


Notice of appeal to this court by Malvina D. Myers was given the 
Commissioner of Patents with a statement of the reasons of appeal on 
December 16, 1950. As a result of such notice, the subject matter passed 
from the jurisdiction of the Patent Office to this court. See decision in 
In re Allen, Jr., 28 C. C. P. A. (Patents) 792, 115 F.2d 936, 47 U. S. P. Q. 
471, and cases therein cited. 
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Notwithstanding jurisdiction had so passed from the Patent Office 
to the court, appellee, on February 27, 1951, filed a motion in the Patent 
Office to dismiss the appeal. It was asserted in substance in the motion 
that appellant’s registration expired November 20, 1950 through ap- 
pellant’s failure to file an application to renew within the time required 
by Trade-Mark Rules 35.2 and 35.3, and that appellant’s appeal, there- 
fore, had become moot. 


On March 9, 1951, an answer to the motion to dismiss was filed on 
behalf of appellant in which it was asserted that ‘‘the issues to be de- 
cided in said appeal are not moot even though said registration No. 
273,954 has expired.’’ The answer also stated: 


4. That Appellant has filed in the Patent Office an application 
for the mark shown in said registration and for the same goods, 
under Serial No. 608,844, on January 22, 1951; and that such applica- 
tion is being specially examined in order to merge the matters re- 
lating to said application with the record of said cancellation and 
to thereby provide subject matter having substantially the same 
issues as those relating to the cancellation of Registration No. 
273,954. 


It may be seen that the filing date (January 22, 1951) of the 
application referred to was subsequent to the expiration on November 
20, 1950 of the period within which appellant might have filed renewal 


application, and subsequent to the Examiner-in-Chief’s holding that the 
mark should be cancelled, but prior to the date (February 27, 1951) 
when appellee’s motion to dismiss the appeal to this court was filed 
in the Patent Office. 


(It may be said here that the application of Malvina D. Myers for 
the registration of the mark, the original registration of which had ex- 
pired, was filed in the Patent Office on January 22, 1951, and duly pro- 
secuted. The application was finally refused [41 T. M. R. 876] on July 9, 
1951 by an Examiner-in-Chief acting for the Commissioner of Patents 
under Reorganization Plan No. 5 of 1950, 15 Fed. Reg. 3174. Appeal was 
taken to this court, and we are deciding that ex parte case concurrently 
herewith. As may be seen, we are reversing the decision of the Examiner- 
in-Chief and holding applicant Myers entitled to the registration. See 
In re Myers, 40 C. C. P. A. (Patents) —, — F.2d —, 96 U. S. P. Q. 238). 


On April 5, 1951 appellee’s motion to dismiss the appeal and ap- 
pellant’s answer thereto were transmitted by the Patent Office to this 
court and filed. 


The petition for review with transcript of the record had not then 
been received at the office of the Clerk of the court, the time for its 
transmission having been extended to June 21st by the commissioner at 
the request of appellant. It was in fact filed in the court June 14, 1951. 
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As is our custom, the court considered the motion to dismiss at a 
conference-in-chambers and it was concluded that briefs and arguments 
upon the procedural questions involved should be heard. Hence, an order 
was entered ‘‘that said motion of appellee, Polk Miller Products Cor- 
poration, be, and same is, dismissed without prejudice.’’ 


The dismissal ‘‘without prejudice,’’ of course, left the way open 
for a renewal of the motion to dismiss at the hearing before us if 
appellee should desire to make such motion. 


While it is argued in the brief on behalf of appellee that the issues 
covered by the appeal were moot and that the appeal was moot at the 
time, December 16, 1951, appellant gave notice of it to the Commissioner 
of Patents, the motion to dismiss was not formally renewed at the oral 
hearing before us, November 3, 1952, and the oral argument, like the 
brief of counsel for appellee, was directed almost wholly to the merits. 


The Examiner-in-Chief who rendered the decision in the case of Jn re 
Myers, supra, (not the same individual who rendered the decision in this 
case) recognized the pendency of appellant’s appeal in this court, saying 
[41 T. M. R. 876] 


Since the appeal to the Court of Customs and Patent Appeals 
in the cancellation proceeding is still pending, the question of res 
judicata cannot be considered at this time, In re Isler, 68 U. S. P. Q. 
198, 33 C. C. P. A. 791. The Court suggested, in the decision cited, 
that it would be better practice for the Patent Office to suspend 
action on the second case until after a final decision in the first 
case. However, in the present case, applicant petitioned the Com- 
missioner that the appeal in the Patent Office be expedited in order 
that appeal to the Court in the present case could be considered by 
the Court together with the pending appeal in the cancellation pro- 
ceeding, which petition was granted by the Assistant Commissioner. 


We have given much thought to the course which this court should 
pursue with respect to the motion to dismiss under the peculiar and, so 
far as we can determine, unprecedented facts of this case. In the cases 
where issues have become moot as a result of judicial decisions, or other- 
wise, the courts unquestionably have the authority, and it often becomes 
their duty, to dismiss cases sua sponte and without any motion to dismiss 
being made. It is our conclusion, however, that the facts appearing 
in these inter-related cases! render such an action on our part improper 


1. In the brief of the Solicitor for the Patent Office in the case of In re —_, 
decided concurrently herewith (see In re Myers, 40 C. C. P. A. (Patents) __, 
2d __-«96:«wU. S. P. Q. 238) it was said. 


The present appeal is closely related to cancellation proceeding No. 5316. The 
relationship is explained on pages 2 to 6 of appellant’s brief. In view of that 
fact and since the decision of the Examiner-in-Chief in the present case is based 
on ‘‘the reasons expressed in the prior decision in the cancellation proceeding’’ 
the appellant seems to have assumed that the record in the cancellation proceed- 
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here. Indeed, we think it would not be proper to dismiss even if the 
motion had been renewed. 


We have referred to the factual situation being unprecedented so far 
as we can determine, and that is true. The situation in the cited ease 
of Pabst-Ett Corp. v. Dr. W. J. Ross Co. (Ete.), 28 C. C. P. A. (Patents) 
1164, 120 F.. 2d 390, 49 U. S. P. Q. 649, was different from the situation 
here in the following respect: that was an opposition proceeding in 
which the Primary Examiner sustained the opposition, but denied regis- 
tration ex parte. The commissioner, holding the goods of the parties were 
not of the same descriptive properties, reversed the examiner in sustain- 
ing the opposition but affirmed the ex parte holding denying registration 
on the ground that the mark was either descriptive or misdescriptive 
of the goods. The applicant, Ross & Company, did not appeal from the 
adverse ex parte decision but the opposer, Pabst-Ett Corporation, ap- 
pealed from the commissioner’s holding to the effect that the goods 
were not of the same descriptive properties. By reason of the ex parte 
decision in that case, registration of the mark which the opposer was 
seeking to prevent was prevented and a decision that the goods were or 
were not of the same descriptive properties could have no effect what- 
ever upon the matter of registration. Hence, the issue of ‘‘same descrip- 
tive properties’? was moot so far as any question of registration was 
coneerned. That which had been done could not be undone by action 


of the courts, no appeal of the decision denying registration having been 
taken. 


The situation in that case was much the same as that in the there 
cited case of Frankfort Distilleries, Inc. v. Dextora Company, 26 C. C. P. A. 
(Patents) 1244, 103 F. 2d 924, 41 U. S. P. Q. 664. 


In the instant case the status of appellant’s registration had not been 
finally determined judicially when the appeal to this court was taken. 
Appellant’s notice of appeal was timely given to the Commissioner of 
Patents and the appeal itself was timely perfected. With that appeal to 
this court pending (it cannot be said that the decision of the Examiner- 
in-Chief was of such finality that it precluded appellant’s right to have 
the expired mark re-registered, nor does the fact that it was permitted 
to expire, of itself, preclude such right and we feel that, since the applica- 
tion to register the expired mark was rejected ex parte, substantially on the 
decision of the Examiner-in-Chief in this interference case (See our decision 
in In re Myers, supra) appellant is entitled to have a review and a decision 
of the interference by this court upon the merits. 


We do not agree with the decision of the Examiner-in-Chief either 
that the marks are ‘‘substantially identical’’ or ‘‘that the goods of the 


ing will be considered in this case, although it has not been included in the record. 
No objection is here made to such consideration and, indeed, it would be im- 
possible to decide this case properly without it. 
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respective parties do possess sufficiently close descriptive properties as 
to lead to likelihood of confusion as to origin.’’ 


To the contrary, we are of opinion that there is an obvious difference 
in the marks and certainly a pronounced difference in the goods. 


We, of course, are considering the marks as shown in the respective 
registrations. In the brief for appellant there is some argument to the 
effect that appellee’s mark is in fact ‘‘Sergeant’s Sure Shot.’’ That is an 
untenable position based upon some testimony and not upon the registra- 
tion itself. Whatever may be appellee’s method of using its mark, the 
registration consists of only the two words, and that is all that we are 
concerned with in this proceeding. 


On the other hand, appellant’s mark is more than just the two 
words. The silhouette of the female figure holding bow and arrow may 
not be disregarded. It is not a picture which merely expresses the 
meaning of the words, nor do the words merely define the picture. 


As for the characteristics of the goods, we find it difficult to con- 
ceive two articles more remote from each other in characteristics and 
nature than one for the treatment of dandruff which forms on the scalps 
of humans, and one for the eradication of worms in the intestines and 
stomachs of dogs. The material for treating dandruff is applied ex- 
ternally and, in that use which according to the testimony is its principal 
use, it is, we think, universally looked upon as a toilet article. The 
President of appellee testified that his company’s here-involved mark 
was ‘‘applied to a soft gelatin capsule containing an anthelmintic drug.’’ 
An anthelmintic drug is one used for the eradication of worms. (See 
Webster’s New International Dictionary). So far as the record shows, 
appellee, Polk Miller Products Corporation, manufactures only remedies 
for animals. Its president testified that the company had a number of 
trade-marks. The one here involved is specific to a particular remedy 
for dogs. 


In the brief of appellee much emphasis is placed upon the fact that 
the labels on at least some of the bottles containing the liquid manu- 
factured by appellant recommended it for ‘‘irritated skin, pimples, and 
burns and athletes foot,’’ and upon the further fact that Mrs. Myers 
herself testified that the liquid contained medicinal ingredients and 
that it was a remedy for “‘irritated skin, pimples, ete.’’ The argument 
seems to be that appellant’s dandruff lotion is a medicine and appellee’s 
dog worm remedy is a medicine and, therefore, they are possessed of 
the same descriptive properties or at least are so similar in nature that 
confusion would be likely to result from the concurrent use of the trade- 
mark containing the words ‘‘Sure Shot.’’ That view does not appeal to 
us as being a sound one. There are many types of medicines in this 
world and to hold that all of them possess the same descriptive properties 
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or that they are similar in the sense of the trade-mark law would be 
to go further than any court has ever gone, so far as we are informed. 


In his decision, the Examiner-in-Chief cited the decision of this court 
in the three consolidated cases of G. H. Packwood Manufacturing Company 
v. The Cofax Corporation, 37 C. C. P. A. (Patents) 1195, 183 F. 2d 196, 
86 U. S. P. Q. 410, and quoted therefrom the following general observation 
[40 T. M. R. 799]: 


Goods of the same descriptive properties, in the ordinary sense, 
are goods or products each of which is like the other; they are 
all things of the same kind. Goods of the same descriptive proper- 
ties, in the statutory sense, include however not only the same 
kind of things but also things entirely different from one another. 
The distinction is not wholly logical, but purely legal, and the 
test to be applied, as a matter of law, when the question arises is 
not the likelihood of confusion as to the difference in the goods but 
the likelihood of confusion as to the difference in the ownership of two 
identical marks attached to the goods. 


So far as the instant case is concerned, the marks, as has been stated, 
are not identical, and we have no occasion to speculate about ‘‘likelihood 
of confusion.’’ The two marks were used concurrently on the respec- 
tively described goods during a period of at least twenty years. The 
goods of both parties were sold in the same territory, and in a few 
instances, seem to have been handled in the same drug stores (although 
appellant’s product ordinarily was not sold in drug stores). Appellee’s 
product, seemingly, was sold principally in drug stores and it was 
evidently much more widely distributed than the product of appellant. 
The president of appellee testified : 


* * * it is widely and generally distributed throughout the drug 
trade and other retail outlets which I previously mentioned in the 
entire United States, Canada, and a number of foreign countries. 


The full extent of the territory in which appellant’s product was 
sold is not definitely defined in the testimony, but several states are 
named in which it was sold, and it is noted that counsel for appellee 
seem to have taken particular pains to prove sales of appellee’s product 
in appellant’s home state of Alabama. Since appellant’s case depended 
upon the matter of confusion, it is reasonable to suppose that efforts 
were made to find where there had been actual confusion. However 
that may have been, in all the testimony taken there is no showing of 
one single incident of confusion as to either the properties or the origin 
of the respective goods. 

In our opinion, such long continued concurrent use of the marks 
without any actual confusion being found, negates likelihood of con- 
fusion. The oft-quoted aphorism of Cervantes, ‘‘The proof of the pudding 
is in the eating’’ seems apposite here. 
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The several judicial decisions cited in the brief for appellee relating 
to the similarity of goods have been carefully studied. In no one of 
them do we find a case where an article for internal use in the specific 
treatment of animals has been held to have the same descriptive proper- 
ties or to be confusingly similar to an article specifically made for 
external use of human beings. If there be such a decision by the Supreme 
Court of the United States, we would be bound by it, but we would 
hesitate, to say the least, to follow such a decision by any other judicial 
or semi-judicial tribunal. 


In our opinion, the decision of the Examiner-in-Chief was erroneous 
and it is reversed. 


O’CoNNELL, Judge, dissents. 


IN RE MYERS, doing business as SURE SHOT LABORATORIES 
Appl. No. 5904—C. C. P. A.—January 14, 1953 


TRADE-MARK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MarKs—Goops oF 
DIFFERENT CLASSES 


Concoctions for local application to the scalps of humans and those to be 
administered internally for destruction of worms in dogs are goods having pro- 
nounced differences in properties and characteristics. 

TRADE-Mark Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Distinctive design feature of mark may not be disregarded, and while not 
necessarily controlling feature, it clearly displays difference, even when word 
features of marks are identical, and this is particularly true when design is not 
mere illustration of the words. 

TrADE-MarK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

In determining question of likelihood of confusion, there is often distinction 
between ex parte and opposition on the one hand and cancellation proceedings on 
the other. The former rests largely on the opinion of the tribunals, while in 
latter there are greater opportunities to prove actual confusion. 

TRADE-Mark Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Failure or inability to show even one instance of confusion during twenty 
years of concurrent use creates strong presumption against likelihood of con- 
fusion in future. 


Appeal from Examiner-in-Chief of the Patent Office. 


Application of Malvina D. Myers, doing business as Sure Shot Labora- 
tories to register a trade-mark, Serial No. 608,844, filed January 22, 1951. 
Applicant appealed from decision refusing registration. Reversed; Judge 
O’Connell dissenting. 


John F. Brezina, of Chicago, Illinois and Robert I. Dennison, of Washing- 
ton D. C. for applicant-appellant. 
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E. L. Reynolds for Commissioner of Patents. 
Garrett, Chief Judge. 


This is an appeal from the decision of an Examiner-in-Chief,! acting 
for the Commissioner of Patents by delegation under Reorganization Plan 
No. 5, 15 Fed. Reg. 3174, affirming the refusal by the Primary Examiner to 
register a composite mark consisting of a silhouette of a human female 
figure holding a drawn bow and arrow and having above the figure the 
words ‘‘Sure Shot’’ in eurved arrangement, the words being printed with 
somewhat fanciful black-faced type, as a trade-mark for a ‘‘Topical Liquid 
Preparation For Treatment of Dandruff.’’ A topical liquid is one for 
local application, according to Webster’s New International Dictionary. 


The mark is one which was in use by applicant’s predecessor in busi- 
ness (her husband, Harry H. Myers) and by herself as his suecessor, 
on merchandise of the identical kind described, over a long period of years. 
Its use is alleged in the application to have begun November 15, 1929 and 
it was registered (Registration 273,954) on August 19, 1930, to Harry H. 
Myers, doing business as Mobile Barber and Beauty Supply House of 
Mobile, Alabama, as a trade-mark for identical goods. It was republished 
July 13, 1948 under the Act of 1946, but application was not made for 
its renewal on the date it was due to expire (August 19, 1950), as normally 
might have been done before, or within three months after, that date by 
complying with Patent Office Trade-Mark Rules 35.2 and 35.3. 


The failure to make such application has been explained in the briefs 
of appellant in this case and in another proceeding before the Court, to 
which latter proceeding it is necessary to refer in order properly to decide 
this ease.2 The proceeding alluded to is one for cancellation of appellant’s 
registration 273,954, instituted in the Patent Office by Polk Miller Products 
Corporation on December 20, 1948—cancellation No. 5316—which this 
court decided concurrently herewith. (See Harry H. Myers, Malvina D. 
Myers, Assignee, Substituted, doing business as Sure Shot Laboratories 
v. Polk Miller Products Corporation, 40 C. C. P. A. (Patents) —, — F. 2d 
—, 96 U.S. P. Q. 233. 


In that ease the Polk Miller Products Corporation pleaded ownership 
of a mark (Registration No. 226,819) consisting of the words ‘‘Sure Shot’’ 
printed in black-faced capital letters, used as a trade-mark for ‘‘Capsules 
and a liquid preparation for dogs.’’ The president of the corporation 





1. In re Myers, doing business as ‘‘Sure Shot Laboratories,’’ 90 U. 8S. P. Q. 118. 

2. In the brief of the Solicitor for the Patent Office before us it is said: 

The present appeal is closely related to cancellation proceeding, No. 5316. The 
relationship is explained on pages 2 to 6 of appellant’s brief. In view of that fact 
and since the decision of the Examiner-in-Chief in the present case is based on ‘‘the 
reasons expressed in the prior decision in the cancellation proceeding’’ the appellant 
seems to have assumed that the record in the cancellation proceeding will be con- 
sidered in this case, although it has not been included in the record. No objection 
is here made to such consideration and, indeed, it would seem impossible to decide 
this case properly without it. 
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testified that the trade-mark ‘‘is applied to a soft gelatine capsule con- 
taining an anthelmintic drug;’’ that is, a drug used for the destruction 
of worms in animals. The petition for cancellation made the customary 
allegations as to similarity of the respective marks; similarity of the 
properties of the respective goods; likelihood of confusion as to origin with 
resultant injury to petitioner, ete. (matters more fully discussed in our 
decision in the cancellation proceeding, supra), and prayed for cancellation 
of Myers’ registration. 


As may be seen from our decision in that case, the Examiner-in-Chief 
reversed the decision of the Examiner of [Trade-Mark] Interferences and 
held in the decision, 87 U. S. P. Q. 224, that the registration 273,954 to 
Harry H. Myers ‘‘should be cancelled.’’ This, it will be observed, was 
subsequent to the expiration date of the registration of August 19, 1950, 
but was within the time in which renewal normally might have been ob- 
tained by compliance with the Trade-Mark Rules, above-named. No refer- 
ence to the expiration was made in the decision of the Examiner-in-Chief, 
and a petition for reconsideration was denied by him on November 22, 
1950, which was two days after the date (November 20th) on which appli- 
cation for renewal might have been made under the Patent Office Trade- 
Mark Rules. 


Notice of appeal to this court from the decision of the Examiner-in- 
Chief was filed in the Patent Office December 16, 1950, as a result of which 
notice jurisdiction of the interference proceeding passed from the Com- 
missioner of Patents to this court. /n re Allen, Jr., 28 C. C. P. A. (Patents) 
792, 115 F. 2d 936, 47 U. S. P. Q. 471, and cases therein cited. 


However, on February 27, 1951, appellee Polk Miller Products Corpo- 
ration filed in the Patent Office a motion to dismiss the appeal alleging that 
‘‘Said appeal is now moot in view of the expiration of said Registration 
273,954,’’ and on March 12, 1951, appellant Myers filed a ‘‘ Memorandum 
opposing motion to dismiss,’’ in which it was aserted that ‘‘the issues to 
be decided in said appeal are not moot, even though said registration, No. 
273,954 has expired.”’ 


In the memorandum it was also stated: 


4. That Appellant has filed in the Patent Office an application 
for the mark shown in said registration and for the same goods, under 
Serial No. 608,844, on January 22, 1951; and that such application 
is being made specially examined in order to merge the matters relating 
to said application with the record of said cancellation and to thereby 
provide subject matter having substantially the same issues as those 
relating to the cancellation of Registration No. 273,954. 


The application so alluded to is the one here before us on appeal. It 
is, of course, made under the Trade-Mark Registration Act of 1946. 


The subsequent actions in the cancellation proceedings are related in 
our decision in that case, and need not be repeated here in detail. 
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For the reasons stated in our decision in the cancellation proceeding, 
we were of opinion and held that the Examiner-in-Chief, who acted for 
the Commissioner in that case, erred in reversing the decision of the 
Examiner of [Trade-Mark] Interferences. 


For substantially the same reasons given for the reversal of the de- 
cision of the Examiner-in-Chief there, we feel constrained to reverse the 
decision of the Examiner-in-Chief* who acted in this ex parte case and 
affirmed the decision of the Primary Examiner.‘ 


As a matter of fact, the decision of the Examiner-in-Chief in the 
cancellation proceeding was the basis of the rejection of appellant’s 
application by the respective tribunals of the Patent Office in the instant 
ex parte proceeding. 

In his first office action on the application on February 9, 1951, the 
Primary Examiner said only: 

In view of the decision in cancellation No. 5316 Registration is 
refused on: 


226,819-Polk Miller Products Corporation Registered April 19, 
1927 (Renewed Polk Miller Products Corp.) 


and in his statement following the appeal to the Commissioner he said: 


The word feature of both marks is identical and it is the opinion of 
the Examiner that concurrent use of the marks on the goods of record 
would be likely to result in confusion, mistake or the deception of 
purchasers. 

It is believed that dandruff preparations and preparations for 
use in the treatment of dogs would be sold through the same channels 
of trade—namely, drug stores, and it would not be unlikely that a 
maker of a preparation for treating the hair and skin of a dog would 
make a preparation for treating the hair and skin of a person. 


The decision: Polk Miller Products v. Myers, 87 U.S. P. Q. 224, 
640 O. G. 1072, is believed to be controlling. 


The Primary Examiner seems to have mistakenly thought that the 
Polk Miller Products Corporation’s gelatin capsule and liquid was for 
treating the hair and skin of dogs. The testimony makes it quite clear that 
it was for an internal remedy for eradication of worms. 


The only reason given by the Examiner-in-Chief, who acted for the 
Commissioner in this case, was stated as follows [41 T. M. R. 876]: 


The decision of the Examiner refusing the instant registration 
is affirmed for the reasons expressed in the prior decision in the 


3. The Examiner-in-Chief in this ex parte case was not the same individual 
who acted in that capacity in the cancellation proceeding. 
The individual acting as Primary Examiner in this ex parte case had no 
official] connection with the cancellation proceeding. 
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cancellation proceeding. Applicant’s argument on this appeal is 
merely a reargument of the issue argued and decided in the can- 
cellation proceeding. 


Since the appeal to the Court of Customs and Patent Appeals in 
the cancellation proceeding is still pending, the question of res judicata 
cannot be considered at this time, In re Isler, 68 U. S. P. Q. 198, 33 
C. C. P. A. 791. The court suggested, in the decision cited, that it 
would be better practice for the Patent Office to suspend action on the 
second ease until after final decision in the first case. However, in 
the present case, applicant petitioned the Commissioner that the appeal 
in the Patent Office be expedited in order that appeal to the Court 
in the present case could be considered by the Court together with 
the pending appeal in the cancellation proceeding, which petition was 
granted by the Assistant Commissioner. 


While, as stated by the Primary Examiner, the word feature of both 
marks is identical except as to the arrangement of the words which is not 
material, we do not think the design feature of appellant’s mark con- 
sisting of the silhouette described, may be disregarded. It is a distinctive 
feature which, while not necessarily controlling, clearly displays a differ- 
ence in the marks, and it does not seem to us to be a mere illustration of 
the words, as was the case with the design features of the marks involved 
in the case of Dwinell-Wright Co. v. Gundlach, Etc., 28 C. C. P. A. (Pat- 
ents) 1348, 121 F. 2d 639, 50 U. S. P. Q. 141, and In re Sears, Roebuck & 
Co., 30 C. C. P. A. (Patents) 710, 132 F. 2d 341, 56 U. S. P. Q. 166, to 
which our attention is directed in the brief of the Solicitor of the Patent 
Office. 


Of greater importance, as we view it, is the unquestioned per se differ- 
ence in the characteristics and properties of the goods of the respective 
parties. As said, in substance, in our decision in the cancellation pro- 
ceeding, we find it difficult to conceive of goods having a more pronounced 
difference in characteristics and properties than concoctions for local 
application to the scalps of human beings and those to be administered 
internally for the destruction of worms in the intestines and stomachs of 
dogs. This is true even if the liquid for scalp treatment has medicinal 
ingredients and be regarded as a medicine instead of a toilet article, which 
latter, we think, is not the case in common popular understanding. In the 
cancellation case, Mrs. Myers testified that it had never been handled by 
them as a medicinal product, but added that it was such due to the fact that 
it had certain named ingredients in it. ‘‘It is not,’’ she said, ‘‘just water 
and perfume.’’ We feel assured that in common usage it most often is 
thought of and spoken of as a toilet article, but, as already stated, the 
distinctive differences exist no matter what appellant’s product may be 
called. 


It should be remembered that the Trade-Mark Registration Act of 1946 
(commonly called the Lanham Act) under which the application here 
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involved was filed, differs in various particulars from the Act of Febru- 
ary 20, 1905, under which the trade-mark of appellant was registered in 
1930. Some of the changes were pointed out in our decision in the case 
of The Alligator Company v. Larus & Brothers Company, Inc., 39 C. C. 
P. A. (Patents) 939, 196 F. 2d 532, 93 U. S. P. Q. 436, and, after reciting 
them, we quoted with approval the statement of Assistant Commissioner 
Daniels, who, in that case, was acting for the Commissioner, as follows 
[42 T. M. R. 562]: 


* * * It is no longer necessary to establish that the goods of the 
parties possess the same descriptive properties, as was previously re- 
quired under Section 5 of the Trade-Mark Act of 1905, and it has been 
held by the Patent Office in ex parte matters that the new section 
provides a more flexible test which will require refusal of registrations 
in eases where there is likelihood of confusion, mistake or deception, 
even though the goods fall into different categories, while presumably 
permitting registration in the case of goods which fall within the same 
general class, but where it is apparent that confusion is unlikely. 
[Italics ours]. 


So far, we have referred herein to confusion relating to the goods 
per se. That is an element which necessarily is of great moment in passing 
upon the ultimate question as to confusion respecting the origin of the 
goods. 


It is interesting to compare the following provisions of the Trade- 
Mark Registration Act of February 20, 1905, under which appellant’s 
mark originally was registered, and that of the 1946 Act under which 
the application here involved was made. For convenience of comparison, 
we place the provisions in parallel columns: 


See. 5(b) Act of 1905, 
15 U.S. C. see. 85. 


That is no mark by which the 
goods of the owner of the mark may 
be distinguished from other goods of 
the same class shall be refused regis- 
tration as a trade-mark on account 


of the nature of such mark— * * * 


Provided, That trade-marks which 
*** so nearly resemble a registered 
or known trade-mark owned and in 
use by another and appropriated to 
merchandise of the same descriptive 
properties as to be likely to cause 
confusion or mistake in the mind of 
the public or to deceive purchasers 
shall not be registered. [Italics ours]. 


See. 2, Act of 1946, 
15 U.S. C. 1052. 


No trade-mark by which the goods 
of the applicant may be distin- 
guished from the goods of others 
shall-be refused registration on the 
principal register on account of its 
nature unless it— * * * Consists of 
or comprises a mark which so re- 
sembles a mark registered in the 
Patent Office * * *, as to be likely, 
when applied to the goods of the ap- 
plicant, to cause confusion or mis- 
take or to deceive purchasers. [Italics 
ours}. 
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The changes in language, in our opinion, are not without significance, 
and the facts of each particular case must be taken into consideration. We 
think it is obvious that, in determining the question of ‘‘likelihood’’ of 
confusion, there often is a distinction between ex parte and opposition 
proceedings on the one hand, and cancellation proceedings on the other. 


In an ex parte proceeding, likelihood of confusion almost always is 
determined upon the basis of individual opinion—that is, the personal 
opinion of the officials who pass upon the application. The same is often 
true of opposition proceedings, but, as to the latter, it also is the case 
that testimony is frequently taken which is of aid to the tribunals of the 
Patent Office and the courts in determining the likelihood or probability 
of confusion. 


In ex parte cases, the applicant usually is proceeding to initiate 
something. No rights have become fixed. This, too, is generally true as to 
the applicant where opposition to the grant of a registration is presented. 
In neither instance is there involved an established business which is 
largely dependent upon a trade-mark for success. 


In a cancellation proceeding, the situation is quite different. The 
defendant in such proceeding is one who has obtained substantial rights 
from the Government upon or about which he may have built a large and, 
of course, legitimate business. The cancellation of one’s trade-mark may 
prove destructive to the business built about it. Surely, no registration 
should be cancelled hastily and without a most careful study of all the 
facts. 


Confusion as to origin ordinarily constitutes the fundamental question 
in a cancellation proceeding. That, we think, is the situation in the instant 
case. 


A legitimate business was established by the appellant’s predecessor 
and in the infancy of that business the trade-mark at issue was adopted and 
registered. Its use continued without interruption or interference as the 
business grew in volume and expanded territorially. 


It is a fair assumption from the record that the business of appellee 
was larger in volume and more widespread territorially than that of 
appellant, but it is clear that appellant’s product was distributed in many 
states in which sales were being concurrently made by appellee. 


The facts appearing respecting this controversy, as developed in the 
cancellation case, are that the goods of Polk Miller Products Corporation 
and the goods of Myers were sold in the same territory with the respectively 
described marks applied thereto during a period of at least twenty years, 
and that not one single incident of confusion as to the goods per se or as 
to their origins was shown. 
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We think the failure or inability to show even one instance of the 
kind in the past creates a strong presumption against likelihood of con- 
fusion in the future. 


It is not meant to hold that in cancellation cases, positive proof of 
actual confusion must be produced. Of course, in each instance, the facts 
as to length of time of use, the territory in which used, and other pertinent 
features must be carefully scrutinized and properly weighed. 


With respect to the instant case, in view of the differences in the marks, 
the differences in the goods, and the record in the cancellation proceedings, 
we are not impressed by the contention that there is any reason upon which 
to base a surmise that the application of the mark which appellant seeks to 
register is, to quote the language of the statute, ‘‘likely * * * to cause con- 
fusion or mistake or to deceive purchasers * * *.’’ 


The decision of the Examiner-in-Chief, acting for the Commissioner 
of Patents, is reversed. 


O’CoNNELL, Judge, dissents. 


DENNEY v. THE T & T COMPANY (ALTERMAN, assignee, 
. substituted) 


No. 5579—Commissioner of Patents—January 29, 1953 


TRADE-MAaRK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


‘*Down Deep’’ is descriptive of cleaning preparation for the hands. Deserip- 
tiveness must be determined in connection with particular goods upon which mark 
is used. 


TRADE-MaRK Act OF 1946—REGISTRABILITY—LAUDATORY MARKS 
Not every false statement can be considered merely laudatory and a gvod 
trade-mark. 
CANCELLATION—IN GENERAL 
Secondary meaning cannot be considered in action to cancel 1905 registration 
particularly when no testimony is introduced; and although registration is can- 


celled, it must be without prejudice to application to register under Section 2(f) 
of Act of 1946. 


Appeal from Examiner of Trade-Marks. 


Petition of Frances Denney against The T & T Company (Norman 
B. Alterman, assignee, substituted) to cancel Registration No. 328,398, 
issued September 24, 1935. Petitioner appealed from decision dismissing 
petition. Reversed. 


Mock & Blum, of New York City for petitioner. 
A. Yates Dowell, of Washington, D. C., for respondent. 
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Ferperico, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
dismissing a petition to cancel a registration. 


The registration involved is No. 328,398, registered September 24, 
1935, for the words ‘‘down deep’’ used for a ‘‘cleaning preparation for 
the hands.’’ 


Before the Examiner of Interferences the question of the status of 
the petitioner to institute the action was argued and the examiner held 
that insofar as the issue of descriptiveness was concerned the petitioner 
had the necessary status to bring the petition. The examiner held that 
the mark was not descriptive. The only issue involved in the appeal is 
the question of descriptiveness of the mark. 


The descriptiveness or lack of descriptiveness of the mark cannot 
be considered abstractly, but must be determined in connection with the 
particular goods upon which the mark is used. The registration desig- 
nates the goods as a cleaning preparation for the hands. The specimens 
filed with the application consist of specimens of a small elongated carton 
in which a collapsible tube of the toothpaste tube type is ordinarily 
packaged and sold. A photostat of this package and of another package 
were attached to the petition which refers to them as ‘‘registrant’s own 
box labels’’ and by his answer respondent admits that these illustrate 
his label. The second package is of a different size than the first and is 
cumulative only and need not be described in detail. It is apparent that 
respondent’s product is in the nature of a cream or paste. 


Descriptiveness of the mark is predicated upon the assertion that 
the words have or are intended to have a special meaning with the 
goods. The descriptive matter on the first package referred to contains 
the sentence ‘‘Cleans your hands and face quickly without water by 
going down deep and ‘lifting up’ the dirt and grime.’’ The second 
package carries the statement ‘‘Cleans your hands and face quickly by 
going ‘down deep’ and ‘lifting up’ the grease and dirt that won’t come 
off with soap and water.’’ It is evident from respondent’s labels that 
the words ‘‘down deep’’ are intended to have a descriptive significance 
in connection with the goods since the statements in fact describe the 
mode of action which respondent’s product has or is claimed to have, and 
this mode of action indicates that it goes down deep in performing its 
function of cleansing. 


The expression is more than suggestive as indicated by the examiner 
since it is used literally and not in a figurative sense. The user of the 
product is given the information that the preparation cleanses by going 
down deep in the surface. Hence I believe that the words must be 
considered descriptive. 
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The examiner’s position appears to be in effect that the statement 
quoted from respondent’s labels cannot be true as a matter of fact 
(although not stated so directly), and hence the statement is nothing 
more than an extravagant or laudatory claim of superior merits of the 
product. The conclusion does not necessarily follow from the premise, 
not every false statement can be considered merely laudatory and a good 
trade-mark. Furthermore, there is no evidence in the record to support 
the examiner’s premise, which was not even argued by the registrant. 


The question of whether the words may have acquired a secondary 
meaning in connection with respondent’s product and in this sense have 
become the trade-mark of the respondent has not been considered since 
respondent introduced no testimony, and it is believed that it could 
not be considered in any event since the registration involved is not a 
registration under the provisions of section 2(f) of the Trade-Mark Act 
of 1946 but is a registration under the Act of 1905. The decision herein 
hence must be without prejudice to an application for registration under 
section 2(f) of the Act of 1946 or to any other action in which respondent 
may prove acquisition of trade-mark rights by virtue of having estab- 
lished a secondary meaning in the words involved. 


The decision of the examiner is accordingly reversed and the petition 
for cancellation is sustained. 


EX PARTE THE ARCO COMPANY 


Commissioner of Patents—January 29, 1953 


TRADE-MarRK AcT OF 1946—REGISTRABILITY—SERVICE MARKS 


Giving of advice and information regarding use of product is in nature of 
sales promotion and does not constitute a ‘‘service’’ within the meaning of the 
statute. 


TRADE-MarK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 
Paint manufacturers held not entitled to register a mark for services rendered 
in connection with mixing its paints, matching colors, and furnishing mixing ma- 
chines, since services are merely incident to and part of sale of paints. 


Appeal from Examiner of Trade-Marks. 


Application by The Arco Company to register a service mark, Serial 
No. 544,962, filed December 20, 1947. Applicant appealed from decision 
refusing registration. Affirmed. 


Dean Laurence and A. M. Stackhouse, of St. Johns, Mich., for applicant. 


McCann, Examiner in Chief. 


This is an appeal by applicant, The Arco Company, from the final 
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refusal of the Examiner of Trade-Marks to register the notation 
‘*ColorbaR”’ as a service mark for ‘‘services rendered to individuals and to 
the automotive refinishing trade in the matching of colors—namely, (1) 
rendering advice as to the proportional amounts of different colored paints 
required to match any one of 4000 automotive lacquers or synthetic colors, 
(2) mixing the proportionate amounts of different colors to produce the 
predetermined color, if so desired by the individual or automotive re- 
finisher, (3) furnishing on a lease basis paint mixing machines designed 
to produce a prechosen color by mixing measured quantities of different 
colored paint materials.’’ 


Registration was refused by the examiner on the grounds, (1) that the 
alleged service is merely an incident to and part of the sale of applicant’s 
paints, (2) on the ground that the mixing process is merely a step in the 
preparation of the product sold and is not in and of itself a service such as 
contemplated by the statute, and (3) while the leasing of machinery is a 
service the specimens do not evidence use of the mark to identify the leas- 
ing service as such but as used identify only the paint or the mixing ma- 
chines. 


Applicant points out that it is now and has been for a number of 
years in the business of manufacturing and selling paints, and although 
the bulk of its business is with large automobile companies, a substantial 
part of its business is the sale of several basic color paints to persons who 


in turn mix the same for matching colors for refinishing automobiles. Ap- 
plicant also states that this service involves the giving of advice and in- 
formation as to the use of the basic colors so that the desired predetermined 
shades can be produced and that this service also requires the furnishing 
of formulas and charts and the training of customers in the use of the 
same as well as the operation of the paint-mixing equipment. Applicant 
points out that it owns certain trade-marks ‘‘Color Bar’’ as applied to 
paints and paint-mixing equipment, but the services rendered, for which 
the registration of the service mark is requested, are separately identified 
as ‘‘ColorbaR’’ services. Applicant admits that these services are not sold 
separately and paid for as such, but that the cost of paints and the ma- 
chines, whether sold or leased, includes payment for such services. 


The examiner admits that under certain circumstances the same mark 
may function both as a service mark for services and a trade-mark for 
goods but states that in such cases the specimens must clearly show that the 
mark is used with the services rendered. The examiner also points out 
that the facsimiles comprise a photograph of one of the machines which is 
sold or leased on which appears the wording, ‘‘ Arco ColorbaR,’’ and that 
section 45 of the Act of 1946 states in part that a service mark means a 
mark used in the sale or advertising of services to identify the services of 
one person and to distinguish them from the services of others. It is the 
examiner’s position that the facsimiles presented show the mark used to 
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identify the machine or the paints which are kept therein rather than the 
claimed service of leasing paint mixing machines or the other services 
claimed. 


Applicant states that the service mark has been used in sales and 
advertising by word of mouth and it was not felt that it would be appropri- 
ate to record a salesman’s voice on a dise recording, so applicant furnished 
a photograph of the paint-mixing equipment on the top of which was placed 
the notation ‘‘ Arco ColorbaR.’’ 











It seems clear that the specimens disclosing the words ‘‘ Arco Color- 
baR”’ on top of the paint-mixing equipment are not the type required by 
rule 10.3. 


The examiner admits that under modern methods of doing business it 
is customary for manufacturers to ‘‘perform many ‘services’ for its cus- 
tomers.’’ It is his opinion, however, that in the instant case the very nature 
of applicant’s goods make it essential that advice and information be 
given to the customer to obtain correct results and to promote the sales of 
applicant’s paints and paint-mixing equipment. It is the examiner’s 
opinion that the advice furnished to the customers is merely a part of the 
sales-promotion program rather than services within the meaning of the 
statute. 
















It is clear that in the marketing of any product there are elements of 
service and the education of the public to a realization of the advantages 
and merits of a given product can be considered to be a service in a very 
general way. Such services which include a study of a customer’s particu- 
lar problem, recommendations and suggestions as to their solution, training 
of the customer in the use of the equipment sold to him and the like were 
very thoroughly analyzed and discussed by Assistant Commissioner Klinge 
in Ex Parte The Elwell-Parker Electric Company, 658 O. G. 940, 93 U. S. 
P. Q. 229; Ex Parte Tampaz Incorporated, 653 O. G. 893, 91 U. S. P. Q. 
215; and Ex Parte Radio Corporation of America, 656 O. G. 933, 92 U. S. 
P. Q. 247 (Petition for reconsideration 658 O. G. 939, 93 U. S. P. Q. 106). 


It is my opinion that the facts in this’ case are so closely analogous to 
those in the above-mentioned cases decided by Assistant Commissioner 
Klinge that the holdings in those cases are controlling in this case. After 
careful consideration of applicant’s argument I agree with the examiner 
that the advice and information furnished by applicant to its customers 
is merely a part of the sales promotion program, rather than one of services 
within the meaning of the statute. 


The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE DUVERNOY & SONS, INC. 


Commissioner of Patents—January 29, 1953 


TRADE-MarkK ActT OF 1946—REGISTRABILITY—LAUDATORY MARKS 


‘‘Consistently Superior’’ used on breads, cakes, pies and pastries is laudatory 
expression commonly used to indicate quality of workmanship, and, therefore, 
unregistrable. 


TRADE-MarK AcT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Affidavits filed by applicant held insufficient to show distinctiveness when 
affiants are not considered representative of purchasing public. 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Refusal of registration based on registration of same mark by another no 


longer tenable when prior registration expired during pendency of appeal. 
Appeal from Examiner of Trade-Marks. 


Application by Duvernoy & Sons, Ine. to register a trade-mark, 
Serial No. 531,455, filed August 15, 1947. Applicant appealed from deci- 
sion refusing registration. Affirmed. 


Hauff & Warland, of New York City, for applicant. 


McCann, Examiner in Chief. 


This is an appeal by Duvernoy & Sons, Inc., from the refusal of 
the examiner to register the notation ‘‘Consistently Superior’’ under 
section 2(f) of the Principal Register of the Act of 1946 as applied to 
bread, rolls, biscuits, cakes, pies and pastries. 


The registration was refused on the ground that the mark is con- 
fusingly similar to registration No. 295,088 for the same notation granted 
on June 14, 1932, under the Act of 1920, for the same goods to Frank 
and Company of Milwaukee, Wisconsin. Inasmuch as registration No. 
295,088 has expired this ground of refusal is no longer tenable. 


The registration was also refused on the ground that the mark 
is but a laudatory statement which is equally available to any dealer 
and as such is inherently incapable of distinguishing applicant’s goods 
or of indicating the source of origin thereof. 


With his appeal brief applicant has filed an affidavit by the president 
of the corporation as well as nine affidavits from other parties which 
aver that applicant’s mark has long been used and to them has become 
distinctive of the goods. The examiner points out that this evidence was 
not before him for consideration prior to the appeal but he has considered 
it and states he is not convinced thereby that the mark has become dis- 
tinective of applicant’s goods in commerce. 


The facts in this case are closely analogous to the facts in Ex parte 
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Horn & Hardart Baking Co., 624 O. G. 1257, 88 U. S. P. Q. 27. In that 
case it was held that the notation ‘‘The Public Appreciates Quality’’ was 
merely a laudatory statement which is equally available to any dealer 
who desires to use it and as such was inherently ineapable of distinguish- 
ing the goods of the applicant there or indicating the source of origin 
thereof. An affidavit by the vice-president of the corporation as well as 
other affidavits by persons in the trade were also filed in that case to 
show that the slogan in question had become distinctive of the appli- 
cant’s goods. It was admitted in that decision that long continued use 
may indicate that a mark has acquired a secondary meaning in a proper 
ease but that widespread advertising or long continued use of a slogan 
cannot confer registrability unless a mark is one capable of distinguishing 
applicant’s goods in commerce. 


The affidavits filed by applicant are not sufficient to show that the 
notation has become distinctive of applicant’s goods since the affiants there- 
in are not considered representative of the purchasing public. Ex parte 
Boott Mills, Inc., 78 U. S. P. Q. 338; Ex parte Oshkosh Trunks & Luggage, 
86 U.S. P. Q. 321; Ex parte Chicago Rawhide Manufacturing Co., 89 U. S. 
P. Q. 507; Ex parte Hollywood Brands, Inc., 94 U.S. P. Q. 418. 


It seems to me that the notation ‘‘Consistently Superior’’ is a laud- 
atory expression that is commonly used by manufacturers to indicate that 
the quality or workmanship of their goods is superior to others and anyone 
who believes his goods are consistently superior to others should be entitled 
to so inform the public. Ex parte B. F. Goodrich Company, 91 U. S. P. Q. 
293; Ex parte I. Lewis Cigar Company, 95 U. S. P. Q. 224, 225. 


The decision of the Examiner of Trade-Marks is affirmed. 




























EX PARTE LUBIN-WEEKER CO., INC. 
Commissioner of Patents—January 29, 1953 











TRADE-MarK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
‘*Sleep-Form’’ held descriptive of men’s pajamas and, therefore, unregis- 
trable. 









Appeal from Examiner of Trade-Marks. 


Application by Lubin-Weeker Co., Inc. for registration of trade-mark, 
Serial No. 555,183, filed April 21, 1948. 


Applicant appealed from decision refusing registration. Affirmed. 
Morris Kirschstein, of New York City, for applicant. 






McCann, Examiner in Chief. 





This is an appeal from the final refusal of the examiner to register 
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the notation ‘‘Sleep-Form’’ on the Principal Register of the Act of 1946, 
as applied to men’s pajamas, on the ground that the mark is descriptive 
when applied to the goods. 


The examiner points out that the mark consists of two highly de- 
scriptive words, each of which has a definite meaning as applied to cloth- 
ing, i. e., the word ‘‘Sleep’’ when applied to applicant’s goods conveys the 
information that the garment is an item to be worn when one sleeps as dis- 
tinguished from mere lounging pajamas, and the word ‘‘Form’’ conveys 
the information that the shape or structure of the garment is designed for 
the ease and comfort of the body while sleeping. The examiner states it is 
generally accepted in the law of trade-marks that words which impart 
definite information concerning the structure or purpose for which an 
article is to be used are descriptive and as such are prohibited from regis- 
tration on the Principal Register by section 2(e)(1) of the Act of 1946. 


Applicant states that the mere fact that a mark is composed of two 
ordinary dictionary words is not of itself fatal. He also contends that this 
is equally true where each of the two words in themselves are descriptive, 
and assuming that ‘‘Sleep’’ and ‘‘Form”’ are each descriptive, the com- 
posite words ‘‘Sleep-Form”’ is still registrable considered in its entirety 
as a coined, fanciful expression. In his reply brief applicant contends that 
lounging pajamas are always so called; that the words ‘‘Sleep-Form’’ add 
nothing to pajamas by way of describing the goods and that to register 
‘*Sleep-Form’’ will take nothing from the public. 


In Webster’s New International Dictionary, Second Edition, Una- 
bridged, ‘‘form’”’ is defined as ‘‘the shape and structure of anything.’’ In 
other words, the notation ‘‘Sleep-Form’’ with respect to pajamas can only 
mean that the pajamas are shaped or formed to sleep in. This clearly de- 
scribes a character of the goods and the purpose for which they are to be 
used and hence is descriptive of them. 


To register the words ‘‘Sleep-Form’’ to applicant would restrict the 
use of a part of the English Language. That this is true can be seen from 
the fact that other manufacturers who also make pajamas which are shaped 
or formed to sleep in are entitled to so inform the public of this fact by 
the use of common ordinary English words. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE McPHILLIPS PACKING CORPORATION 
Commissioner of Patents—January 29, 1953 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—PACKAGES, LABELS AND CONFIGURATIONS 
Collection of lines, borders, circles, etc., appearing on applicant’s label for 
a can of oysters or shrimp cannot properly be considered a trade-mark for regis- 
tration on Principal Register. 
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Appeal from Examiner of Trade-Marks. 


Application by McPhillips Packing Corporation to register a trade- 
mark, Serial No. 555,188, filed April 21, 1948. Applicant appealed from 
decision refusing registration. Affirmed. 


M. S. Meem, of Washington, D. C., for applicant. 
Frperico, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Trade-Marks 
refusing to register a particular design on the Principal Register as 
a trade-mark for ‘‘canned shrimp, canned oysters and canned prawns.’’ 


The ground of refusal is that the mark sought to be registered is 
a label and therefore not registrable on the Principal Register. 


The specimens filed with the application are flat paper labels of 
the type which are attached around a can of food. The labels contain 
various borders, panels and conventional figures of curved and straight 
lines, circles, scrolls, medallions, etc., in red, blue, pink, and also green 
of several different shades. In addition the labels contain a picture of 
the contents of the can, an oyster or a shrimp (the picture of a prawn 
is identical with the picture of a shrimp), as the case may be, and a 
certain amount of written matter including the name of the applicant, 
the words Dunbar Brand in various places, a monogram of intertwined 
letters ‘‘D D Co’’ and some descriptive matter. The drawing of the 
mark for which registration is sought shows the design features of the 
label without indicating any of the colors, and omits all of the written 
material except the monogrammed letters. 


The application for registration contains the statement that ‘‘The 
representation of a label is disclaimed apart from the rest of the mark.’’ 
This purported disclaimer appears to be completely without meaning and 
is considered of no effect or value. 


In stating that the mark sought to be registered is a label the 
examiner is using the word in a narrow sense to denote the kind shown. 
A label, broadly, may be a piece of paper or other material affixed to 
something and carrying some inscription, and a trade-mark is commonly 
applied to goods by being printed upon a label which is attached to the 
goods. The ground of refusal of registration is the nature of the subject 
matter attempted to be registered. 


It is not believed that the collection of lines, borders, circles, etc., 
appearing on applicant’s label for a can of oysters or shrimp can properly 
be considered a trade-mark for registration on the Principal Register. 
Certainly, no one looking at the label as actually used would suppose 
that the complex design, either in its entirety or omitting the features 
omitted on the drawing, forms a trade-mark rather than the over all 
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surface decoration of the can. It may well be that certain appropriate 
parts of the matter printed on the label might have trade-mark signifi- 
cance and it should be noted that applicant has a registration, No. 319,165, 
for part of the design shown on the label, including the word Dunbar 
and the monogrammed letters. 


The decision of the examiner is affirmed. 


EX PARTE THE A. C. GILBERT COMPANY 


Commissioner of Patents—February 3, 1953 


TRADE-MarRK ACT OF 1946—REGISTRABILITY—IN GENERAL 
‘*Hall of Science’’ not registrable as a trade-mark when it appears as part 
of overall wording ‘‘Gilbert Hall of Science.’’ 


TRADE-MarK ACT OF 1946—REGISTRABILITY—IN GENERAL 
Mark must be used in such a manner that its nature and function are readily 
apparent, and it is not proper to break up integral features used by an applicant 
for purposes of registration. 


TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 


In absence of evidence that mark is used in trade-mark sense on goods dis- 
played to public and in absence of clear indication that applicant intended part 
of mark, rather than whole, to be the trade-mark, mark is not registrable. 


Appeal from Examiner of Trade-Marks. 


Application by The A. C. Gilbert Company to register a trade-mark, 
Serial No. 565,769, filed September 24, 1948. 


Applicant appealed from decision refusing registration. Affirmed. 


Raymond D. Smith, of Bridgeport, Conn., for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the Examiner of Trade- 
Marks to register the words ‘‘Hall of Science’’ on the Principal Register 
of the Act of 1946, as applied to ‘‘electric household food mixers, electric 
fans, electric space heaters, electric motors for electric appliances, insu- 
lated electric wire and attachment cords, attachment cord plugs, electric 
household transformers, and electric buzzers.’’ 


The examiner’s refusal is based on the grounds that the specimens 
presented with this application show use of these words only as a part 
of a longer and more comprehensive phrase and not as a trade-mark, 
and that the comprehensive nature of these phrases calls attention to the 
products rather than to the origin of same. 


One of the original specimens filed with this application is a circular 
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identified as form ‘‘D 1388.’’ This discloses various types of toy kits in 
color and at the upper righthand corner of the front page discloses a 
half-tone picture of a stand having a display of toys in the center thereof 
with the words ‘‘Gilbert Hall of Science’’ along the top, together with 
wing portions on either end with the one on the left having a display of 
scientific toys with the words ‘‘Gilbert Scientific Toys’’ thereabove and 
the one on the right having a display of appliances with the words 
‘*Gilbert Electrical Appliances’’ thereabove. 


The examiner points out that the words ‘‘Hall of Science’’ appear 


only as a part of the overall wording ‘‘Gilbert Hall of Science’’ and that 
these words are all on the same line and in the same size of type and are 
therefore a unitary presentation and not a separate use of the words 
‘‘Hall of Science’’. The examiner also contends that these specimens are 
advertisements for toys and not for any of the goods which are now set 
forth in this application and hence the words ‘‘Hall of Science’’ are not 
used in a trade-mark sense in this application for the specific goods. The 
examiner also states that the decision in Stephen F. Whitman & Son, v. 
Christy Cosmetics, Inc., 31 C. C. P. A. 915, 140 F. 2d 1001, 60 U. S. P. Q. 
558, and Ex Parte National Geographic Society, 629 O. G. 880, 83 
U.S. P. Q. 260, are in point. 


Applicant points out that the Whitman v. Christy decision is not 


pertinent because it was held in that case that the term ‘‘Sampler’’ was 
used to describe appellant’s unique package arrangement and was not 
intended to indicate the origin of the goods; whereas, here there can be 
no question but that the words ‘‘Hall of Science’’ are intended to denote 
the origin of the goods. Applicant calls attention to the decision in 
Ex Parte American Map Company, Inc., 633 O. G. 1024, 85 U. S. P. Q. 51, 
which holds that a word may be in trade-mark use even though used 
with other marks and hence the words ‘‘Hall of Science’’ can be a trade- 
mark even though used with the separate, older and independently 
registered trade-mark ‘‘Gilbert’’. 


It seems to me the question to be decided in this case is whether 
applicant has used the words ‘‘Hall of Science’’ in a trade mark sense 
to denote the origin of the goods. The half-tone picture appearing in the 
color circular submitted as a specimen in this case is not a display asso- 
ciated with the goods within the meaning of section 45 of the Act. There 
is no evidence that the goods are normally displayed by the dealers to 
the public in this manner. Furthermore even if this should be held to 
be a display within the meaning of the Act there is clearly no indication 
that applicant intended only the words ‘‘Hall of Science’’ rather than 
‘Gilbert Hall of Science’’ to be the trade-mark. A photostatic facsimile 
of a box cover containing a portable electric kitchen heater was also 
originally filed with this application. This facsimile has the words ‘‘De- 
veloped at the Gilbert Hall of Science’’ on three of the cover flaps. In 
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response to the examiner’s requirement applicant filed five additional 
specimens showing actual sections of a later style of box in which the 
portable hand beater or mixer is shipped over the country. These sec- 
tions disclose a picture of the mixer plus the words ‘‘Gilbert Twin Nylon 
Whirlbeater’’ and the words ‘‘The One Hand Electric Mixer’’ near the 
bottom and the words ‘‘Mixes—Whips—Beats—Safe—Fast’’ at the bot- 
tom thereof. On a side flap the word ‘‘Gilbert’’ appears alone at the top 
in relatively large letters; the words ‘‘Twin Nylon Whirlbeater’’ with the 
underwriter’s laboratory seal in between the words ‘‘Nylon’”’ and ‘‘ Whirl- 
beater’’ appear in the middle of the flap and in smaller print the words 
‘* Another Product of the Gilbert Hall of Science’’ appear at the bottom 
of the flap. 


In Ex parte National Geographic Society, supra, the Assistant Com- 
missioner held that use by a manufacturer or merchant of a mark to 
identify his goods did not contemplate that the public will be required 
or expected to browse through a group of words in order to decide that 
a particular word or words separated from the rest may be intended to 
identify the product of the manufacturer or dealer. It was also stated 
that this does not mean that a trade-mark must be particularly large in 
size or must appear in any particular position on the goods, but it must 
be used in such a manner that its nature and function are readily appar- 
ent and that it is not [39 T. M. R.] ‘‘ordinarily proper to break up integral 
features used by an applicant for the purposes of registration.’’ It seems 
to me that this holding is clearly applicable to the facts in this case since 
it is not clear from any of the specimens submitted by applicant that he 
uses or intends to use only the words ‘‘Hall of Science’’ as a trade-mark. 


After a careful consideration of applicant’s argument I agree with 
the examiner that the words ‘‘Hall of Science’’ are not shown as being 
used in a trade-mark sense in this application. 


The decision of the examiner is affirmed. 


EX PARTE THE GLOBE-WERNICKE CO.; EX PARTE 
MAGNOLIA METAL CO. 


Commissioner of Patents—February 3, 1953 


TRADE-MARK Act OF 1946—COoNSTRUCTION—SECTION 8 
Affidavit under section 8 to maintain registration requires some evidence of 
use, other than mere statement of owner. 
TRADE-MarK AcT oF 1946—CoNSTRUCTION—SECTION 8 
Affidavit filed under this Section merely stating that mark is still in use held 
insufficient to satisfy requirement of provision of the Section. 
TRADE-MarK AcT OF 1946—CONSTRUCTION—SECTION 8 
Submission of specimen or facsimile label, or its equivalent, actually being 
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used on the goods at the time of making affidavit would appear to be acceptable 
to show continued use of mark. 


Registration No. 69,605 issued to The Globe-Wernicke Co. on June 
23, 1908 and renewed. Registration No. 25,168 issued to Magnolia Metal 
Co. on August 21, 1894 and renewed. 


Affidavits under Section 8 of Trade-Mark Act of 1946 held insufficient. 
MAaRZALL, Commissioner. 


The Examiner of Trade-Marks has submitted two registrations in 
which affidavits of use as required by Section 8 of the Trade-Mark Act of 
1946 have been filed, with a request for instructions as to the sufficiency 
of the affidavits. This was done in view of the fact that these are among 
the first such affidavits which have been filed and it was considered 
important to obtain an early ruling on the question discussed below. 


Section 8 of the Trade-Mark Act provides that any registration issued 
under the Act of 1946, and any 1881 or 1905 Act registration republished 
under the provisions of section 12(c), shall be cancelled at the end of the 
sixth year following the date of registration or date of republication, 
unless within the year preceding the expiration of such six years, the 
registrant files in the Patent Office ‘‘an affidavit showing that said mark 
is still in use or showing that its nonuse is due to special circumstances 
which excuse such nonuse and is not due to any intention to abandon 
the mark.”’ 


The registrations submitted were republished under the provisions 
of section 12(c) of the Act of 1946 in December 1947, and the registrants 
are therefore subject to the requirements imposed by section 8(b), and 
an affidavit satisfying the requirements of this section must be filed in the 
Patent Office during the sixth year following the date of republication to 
avoid cancellation of the registration. 


The affidavit under section 8 submitted in one of the registrations, 
after identifying the registration, avers ‘‘that the mark described therein 
is still in use among the several states’’-and presents nothing further. 
The affidavit filed in the other registration is a combined affidavit under 
Sections 8 and 15 and insofar as the allegations pertinent to section 8 are 
concerned the affidavit merely states that the mark is still in use. 


The specific issue here involved concerns the interpretation of the 
requirement in section 8 that the registrant file in the Patent Office ‘‘an 
affidavit showing that said mark is still in use,’’ in connection with the 
term ‘‘showing.”’ 


In ‘construing the intended scope of this term, the language appear- 
ing in section 9, relative to requirements for the renewal affidavit should 
be considered. This section requires that an application for renewal of a 
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registration be accompanied by an affidavit by the registrant ‘‘stating 
that the mark is still in use in commerce’’ (emphasis added). The use 
of the words ‘‘showing”’ and ‘‘stating’’ in the two sections indicates that 
the requirements are different since it is evident that these two terms are 
not synonymous. For example, Black’s Law Dictionary, Third Edition, 
at page 1624, defines the verb ‘‘show’”’ as follows: 


SHOW, v. To make apparent or clear by evidence to prove * * *. 
It may be equivalent to the words ‘‘reasonably satisfy,’’ * * * but is 
not synonymous with ‘‘state’’; * * *. 


The affidavits considered clearly ‘‘state’’ that the marks are still in 
use, but only this and nothing more does not appear to be sufficient. 


That the more restrictive term ‘‘showing’’ in section 8 appears to 
have been a deliberate selection is borne out by the legislative history 
of the Trade-Mark Act. 


In the series of bills which led to the enactment of the Trade-Mark 
Act of 1946, the requirement for an affidavit to be filed at a certain time 
after the date of registration first appears in H. R. 6618 introduced in 
the 76th Congress. Section 8 required ‘‘an affidavit in such form as may 
be prescribed by the Commissioner stating that said mark is still in use.’’ 
This bill passed the House of Representatives and was favorably reported 
in the Senate but the Congress ended before further action. In the next 
Congress, companion bills, H. R. 102 and S. 895, contained an identical 
provision. At this time a ‘‘coordination committee’’ of trade-mark 
experts and other persons working on the trade-mark bill produced a 
suggested revision of the bill which was introduced as H. R. 5461. In 
this revision the requirement in section 8 was changed from the phrase 
as quoted to the language as it now appears. At the same time a change 
was made in section 9 relating to renewals, the prior bills merely stated 
that a registration could be renewed if the ‘‘mark is still in use’’ and the 
change required an affidavit ‘‘stating that the mark is still in use.’’ The 
House Committee held hearings on the three bills (S. 895 had passed the 
Senate) and adopted the revisions in the sections mentioned. Further 
activity on the trade-mark bills until the Act was passed did not affect 
the question here involved. 


Thus the requirement of section 8 as to the affidavit of use was 
materially increased over the corresponding requirement of this section 
in the prior bills. In the revision adopted, section 8 required the filing 
of an affidavit showing, rather than stating that the mark was still in use. 


It must be concluded that the selection of the term ‘‘showing’’ in 
section 8 and ‘‘stating’’ in section 9 was made only after studied and 
careful review and that it must be considered that some evidence of the 
use of the mark, other than the mere statement of the owner, was in- 





Vol. 43 T. M. R. EX PARTE SLEEP, INC. 305 


tended to be required to justify maintaining the registration on the 
register. 


The affidavit by the registrant merely stating that the mark de- 
scribed in the registration is still in use is therefore held insufficient to 
satisfy the requirements of section 8. 


The registrations are returned to the examiner with instructions to 
refuse acceptance of the affidavits in the form presented as failing to 
conform to the showing required by section 8 of the Act of 1946. 


The sufficiency of the showing submitted in support of the allegation 
of use in the affidavit must be determined by the examiner on the basis of 
the facts presented in each case. However, it may be stated that the sub- 
mission of a specimen or facsimile label or its equivalent actually being used 
on the goods at the time of the affidavit, with suitable averments in the 
affidavit concerning the same, would appear to be acceptable. 


EX PARTE SLEEP, INC. 


Commissioner of Patents—February 4, 1953 


TRADE-MarK AcT oF 1946—CONSTRUCTION—SECTION 45 
Operation of a single hotel within a single State is not rendering service ‘‘in 
commerce,’’ notwithstanding taking and making of reservations from without the 
State. 


TRADE-MarK Act oF 1946—REGISTRABILITY—IN GENERAL 
‘¢40 Winks Motel and Restaurant’’ not registrable when services which it 
designates are purely local in nature. 


Appeal from Examiner of Trade-Marks. 


Application by Sleep, Inc. to register a service mark, Serial No. 578,- 
418, filed May 7, 1949. Applicant appealed from decision refusing regis- 
tration. Affirmed. 


Corbett, Mahoney & Miller, of Columbus, Ohio, for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the examiner to register the 
notation ‘‘40 Winks Motel and Restaurant’’ appearing within a shield de- 
sign as a service mark for ‘‘motel and restaurant services.’’ 


The examiner’s refusal is based on the ground that the services which 
the mark identifies are purely local in nature and that the mark is not used 
“‘in commerce’’ within the meaning of Section 45 of the Act of 1946. The 
examiner points out that Section 45 provides ‘‘that a mark shall be deemed 
to be used in commerce ‘on services when it is used or displayed in the sale 
or advertising of services and the services are rendered in commerce.’ ”’ 
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Applicant points out that it operates the motel ‘‘40 Winks’’ which pro- 
vides shelter and food for persons on the main U. S. East-West Highway, 
namely, ‘‘Route 40’’ and that the said motel is located in the center of the 
State of Ohio. Applicant also points out that in addition to providing 
lodgings in its own motel it arranges for lodgings for patrons further along 
the route, mainly outside the State of Ohio as a regular service and that it 
also accepts reservations from motels located in other states. Applicant also 
states that in addition to such services they have on many occasions serviced 
the local airport by accommodating passengers who have been held over as a 
result of bad weather and in such eases the airlines contact the motel and 
send their passengers by limousine to the motel and from the motel to the 
airport; also in such instances the airlines issue script to the said guests 
which is used in purchasing restaurant and lodging facilities as the airline 
guests see fit and that this script is later redeemed by the issuing airlines. 
Applicant also points out that they advertise their motel on billboards and 
other advertising media including various travel magazines and listings in 
certain nationally circulated books on hotels and motels. Applicant con- 
tends that this service constitutes interstate commerce and he relies upon 
the decision in United States of America v. The Yellow Cab Company, 332 
U. S. 218, as authority. 


The examiner points out that applicant states in its brief the issue 
is whether applicant is engaged in interstate commerce or not. The 
examiner contends that the question is somewhat more restricted, namely, 
whether applicant is rendering the services claimed in interstate com- 
merce within the meaning of the commerce clause of the Lanham Act 
and is not a question of whether certain phases of applicant’s operation 
are in interstate commerce for the purposes of various regulatory acts 
of Congress. The examiner points out that in the recent decision of 
Ex Parte Gill, 641 O. G. 1028, 8 U. S. P. Q. 274, 275 the Assistant Com- 
missioner stated: 


“It does seem to me, however, from the language of the Act 
that a service must be actively rendered in interstate commerce in 
order to be registrable, in contrast with one which merely affects 
interstate commerce. That this was the intent of Congress is indi- 
cated by the fact that it was stated during the Senate Hearings on 
the Bill that it was intended to apply to commerce among the several 
states and to foreign commerce and not to local matters that affect 
or hamper interstate commerce.”’ 


This decision was followed in Ex Parte Standard Oil Company, 956 O. G. 
932, 92 U. S. P. Q. 259. 


In the Ex parte Gill decision, supra, the Assistant Commissioner held 
the fact that applicant’s services were advertised in newspapers which 
had interstate circulation did not establish that the services were rendered 
in interstate commerce. He also stated it was his opinion from the lan- 
guage of the Act that a service must be actively rendered in interstate 
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commerce in order to be registrable in contrast with one which merely 
advertises in interstate commerce since this was the intent of Congress 
as indicated by statements made during the Senate Hearings on the Bill 
which subsequently matured into the Act of 1946. (See Hearings before 
Committee on Patents, Paragraph 7, page 133, H. R. 82, November 15 and 
16, 1944). In Ex parte Atlantic Management Co., 94 U. S. P. Q. 417, it 
was held that the operation of a single hotel in a single state, which hotel 
advertised its services in several out-of-state newspapers did not qualify 
as being ‘‘in commerce’’ within the meaning of section 45 of the Act. It 
is thought that that decision is controlling here since the facts are similar. 
The taking and making of reservations from without the state by appli- 
cant for its guests is a service distinct from applicant’s motel service and 
might conceivably qualify as a reservation service. Ex parte Atlantic 
Management Co., supra, but the actual motel service is rendered only at 
the location of applicant’s motel. 


It is true that in the Yellow Cab Company decision, cited by the 
applicant, the Supreme Court held that when persons or goods move from 
a point of origin in one state to a point of destination in another the 
transportation of such persons and luggage by taxicabs between railroad 
stations in Chicago is clearly a part of the stream of interstate com- 
merce since it was a contemplated part of the entire trip. They were 
careful, however, to point out that the use of a taxicab from a person’s 
home or office in Chicago to the railroad station for the purposes of being 
transported by the railroad out of the state was too casual and too unre- 
lated to interstate commerce to constitute a part thereof within the meaning 
of the Sherman Act. In the instant case applicant’s lodging and restau- 
rant service to airline passengers is at best casual and accidental and is 
not ordinarily contemplated as being a part of the interstate journey. 


Applicant also calls attention to a service mark for lodgings in a 
motor court, published in the Official Gazette and contends that the 
Patent Office is inconsistent in allowing that service and refusing his. The 
statement in the registration referred to discloses that the service mark 
is used in motor courts under the control of the registrant in at least two 
states. Hence the facts distinguish from the instant case since service 
marks used by hotel chains having establishments in different states have 
been registered. 


The decision of the Examiner of Trade-Marks is affirmed. 


NANCY ANN STORYBOOK DOLLS, INC. v. IPPOLITO 
No. 29793—Commissioner of Patents—February 12, 1953 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Where neither party filed testimony or briefs nor appeared at the hearing, 
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opposition should not be sustained, particularly when applicant’s mark is not on 
its face unregistrable over each of opposer’s marks. 


REGISTRATION PROCEDURE—ExX PARTE REJECTION 


Where ex parte grounds of rejection suggest themselves, case is sent back to 
Examiner of Trade-Marks for further action and refusal of registration. 


Appeal from Examiner of Interferences. 


Opposition proceedings filed by Nancy Ann Storybook Dolls, Inc. v. 
Domenick Ippolito, Serial No. 582,627, filed July 28, 1949. Applicant 
appealed from decision sustaining opposition. Reversed. 


Hugh N. Orr, of San Francisco, Calif. for opposer. 


J. Calvin Brown, of Los Angeles, Calif., and Henry H. Snelling, of Wash- 
ington, D. C., for applicant. 


FrEeperico, Examiner in Chief. 


This is an appeal by the applicant from the decision of the Examiner 
of Interferences sustaining an opposition to the registration of its mark. 


The notice of opposition alleged and attached copies of seven regis- 
trations of the opposer upon which the opposition was based in part. 
The opposer did not file any testimony and did not appear at the hear- 
ing, nor did it file any brief. Neither did the applicant. Following 
the date set for the hearing the examiner rendered a brief decision 
sustaining the opposition without any discussion of the marks involved 
or the reasons. The applicant appealed and filed a brief and appeared at 
the hearing on the appeal, but opposer made no appearance and filed 
no brief. 


It seems to me that the Examiner of Interferences did not have 
sufficient facts before him, proven in the opposition, to render a decision 
sustaining the opposition. The mark of the application is not on its 
face unregistrable over each of the registrations considered separately. 
The allegations in the notice of opposition relating to joint use in 
series, the use of an additional unregistered mark relating to the series, 
the specimens filed with the notice of opposition, and other allegations 
in the notice, cannot be considered in deciding the opposition since no 
evidence concerning them was submitted. I believe that the Examiner 
of Interferences should have dismissed the opposition, particularly in 
view of the opposer’s failure to prosecute it. 


Several ex parte grounds of rejection suggest themselves. These 
are not developed here, but the Examiner of Trade-Marks should re- 
examine the application when it comes before him for further action and 
refuse the registration. 


The decision of the Examiner of Interferences sustaining the opposi- 
tion is reversed. 


——_— a 
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EX PARTE KEUFFEL & ESSER COMPANY 


Commissioner of Patents—February 12, 1953 


TRADE-MARK ACT OF 1946—REGISTRABILITY—SURNAMES 


‘*Samson’’ is not primarily merely a surname when other meanings and 
usages of the word outweigh in significance, importance and popular understanding 
the usage as a surname. 


Appeal from Examiner of Trade-Marks. 


Application of Keuffel & Esser Company to register a trade-mark, 
Serial No. 545,098, filed January 2, 1948. Applicant appealed from 
decision refusing registration. Reversed. 


J. Russell Juten, of Hoboken, N. J., for applicant. 
Frperico, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Trade-Marks 
refusing to register the word ‘‘Samson’’ on the Principal Register as a 
trade-mark for measuring tapes. 


Registration was refused on the ground that ‘‘Samson’’ is primarily 
merely a surname, and the examiner refers to the undisputed fact that 
Samson is the surname of a considerable number of people. 


While the term Samson is used as a surname, it is also common as 
a given name. The word primarily refers to the well-known Biblical 
character noted for great strength, and is also used figuratively to refer 
to any person of great physical strength. Applicant points out that it 
is using the word for its suggestion of strength and durability and this 
argument is borne out by an advertisement of the tape which stresses its 
durability, extra heavy line, and ability to withstand severe conditions. 
It seems to me that the other meanings and usages of the word far out- 
weigh in significance, importance and popular understanding the usage 
as a surname, and that the refusal of registration on the ground that 
the word is primarily merely a surname should not be sustained. 


The decision of the Examiner of Trade-Marks is reversed. 


JOHNSON & JOHNSON v. WEINER 
No. 5541—Commissioner of Patents—February 13, 1953 


CANCELLATION—IN GENERAL 
Owner of trade-name ‘‘ Johnson & Johnson’’ used on and in connection with 
athletic supporters, suspensories, anklets, knee caps and elastic stockings held 
entitled to cancel registration of ‘‘Johnson & Johnson’’ for men’s shoes. 
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CANCELLATION—IN GENERAL 
Doubts should be resolved against newcomer, especially when it appears that 
latter’s use is a deliberate copy of first user’s name, the close simulation of which 
is too much to be ascribed to coincidence. 


CANCELLATION—DEFENSES 
Defense of laches is not available to owner of 1920 registration, since such 
registration does not constitute constructive notice. 


Appeal from Examiner of Interferences. 


Cancellation proceedings by Johnson & Johnson v. Simon Weiner, 
Registration No. 373,434, issued December 5, 1939. Registrant appealed 
from decision sustaining petition. Affirmed. 


Norman St. Landau, Benton A. Bull, and Stanley C. Smoyer, of New 
Brunswick, N. J., for petitioner. 


Clarence A. O’Brien and Hyman Berman, of Washington, D. C., and John 
P. Chandler, of New York City, for registrant. 


Feperico, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining a petition to cancel a trade-mark registration. 


The registration involved, No. 373,434, was issued December 5, 1939, 
under the Act of 1920 and discloses primarily the notation ‘‘Johnson & 
Johnson”’ in italics applied to ‘‘shoes made of leather, rubber and fabric, 
and combinations of said materials, for use by men and boys.’’ The few 
flourishes about the names and the words ‘‘custom made’’ in smaller 
letters have been and are ignored as of no consequence. 


The petitioner has continuously used, from a date long prior to the 
earliest date claimed by registrant, the name Johnson & Johnson as its 
trade name and has also used this name in connection with its products on 


the packages and labels. 


Two lines of products have been shown and are specifically urged as 
bearing on the present case, one is a line of foot products, namely, corn 
pads, bunion pads, chiropodists’ adhesive felt and moleskin adhesive; and 
the other a line of elastic goods, namely, athletic supporters, suspensories, 
anklets, knee caps and elastic stocking materials. Petitioner has used its 
name ‘‘Johnson & Johnson”’ on or in connection with these products prior 
to respondent’s earliest date of use. The name is generally displayed in 
italics. 

The ground for cancellation raised is, in effect, that the use of the 
mark by the respondent upon its goods would be likely to cause confusion 
in trade. 


The examiner held that the second line of goods mentioned above is 
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the most pertinent and that, admitting respondent’s contention that these 
goods are in the nature of orthopedic appliances and not articles of wearing 
apparel in the generally accepted meaning of the term, they are neverthe- 
less intended to be worn upon the person as are ordinary articles of wearing 
apparel and that some of the goods, namely, athletic supporters and sus- 
pensories, like the respondent’s shoes, are designed for masculine use. 
It may be added that articles such as athletic supporters may be sold 
in the same stores that sell shoes for men, and that the shoes recited in 
the registration may be of cloth and rubber, as well as of leather. The 
examiner did not comment on the foot products but petitioner points out 
that both foot products of the character named and shoes may be made by 
the same person as illustrated by the fact that its largest competitor in the 
line of foot products also sells shoes. The examiner concluded that the 
respective goods are so closely related in character that their contem- 
poraneous sale by the parties under the identical name would be likely to 
lead purchasers to suppose that they emanated from a common source. 
I agree with this conclusion of the examiner and believe that the use of 
the term Johnson & Johnson on respondent’s products would be likely to 
lead the public to suppose that some connection between these products and 
the petitioner existed, and that there is likelihood of confusion. 


Any doubts which might exist in this case should be resolved against the 
respondent since it appear that respondent’s use of the name is a deliberate 
copy of petitioner’s name. Respondent was aware of petitioner before he 
adopted the name, and did not have any Johnson in his employ. In ex- 
planation of the selection of the particular name it is stated that respondent 
had shoes manufactured for him by Endicott-Johnson, and Johnson & 
Johnson was selected in view of this association. However, this does not 
adequately explain the selection of two Johnsons and the close simulation 
of the appearance of petitioner’s name, which are too much to be ascribed 
to coincidence. 


The respondent pleaded the defense of laches, which was dismissed 
by the examiner on the ground that actual notice of respondent’s use 
and registration prior to a short time (about one year) before the filing 
of the petition for cancellation was not’ shown, and that the registration 
did not constitute constructive notice, being a registration under the 
Act of 1920. The examiner pointed out that section 22 of the Trade- 
Mark Act of 1946 makes registrations on the Principal Register and 
registrations under the Act of 1905 constructive notice, but that section 
26 states that registrations on the Supplemental Register ‘‘shall not be 
subject to or receive the advantages of sections * * * 22 * * *;’’ section 
46 (b) assimilates registrations under the Act of 1920 to the Supplemental 
Register. 


Respondent urges that there was probably actual knowledge of 
petitioner’s use since several retail shoe stores in petitioner’s home city 
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CANCELLATION—IN GENERAL 


Doubts should be resolved against newcomer, especially when it appears that 
latter’s use is a deliberate copy of first user’s name, the close simulation of which 
is too much to be ascribed to coincidence. 


CANCELLATION— DEFENSES 
Defense of laches is not available to owner of 1920 registration, since such 
registration does not constitute constructive notice. 


Appeal from Examiner of Interferences. 


Cancellation proceedings by Johnson & Johnson v. Simon Weiner, 
Registration No. 373,434, issued December 5, 1939. Registrant appealed 
from decision sustaining petition. Affirmed. 


Norman St. Landau, Benton A. Bull, and Stanley C. Smoyer, of New 
Brunswick, N. J., for petitioner. 


Clarence A. O’Brien and Hyman Berman, of Washington, D. C., and John 
P. Chandler, of New York City, for registrant. 


Feperico, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining a petition to cancel a trade-mark registration. 


The registration involved, No. 373,434, was issued December 5, 1939, 
under the Act of 1920 and discloses primarily the notation ‘‘Johnson & 
Johnson’’ in italics applied to ‘‘shoes made of leather, rubber and fabric, 
and combinations of said materials, for use by men and boys.’’ The few 
flourishes about the names and the words ‘‘custom made’’ in smaller 
letters have been and are ignored as of no consequence. 


The petitioner has continuously used, from a date long prior to the 
earliest date claimed by registrant, the name Johnson & Johnson as its 
trade name and has also used this name in connection with its products on 
the packages and labels. 


Two lines of products have been shown and are specifically urged as 
bearing on the present case, one is a line of foot products, namely, corn 
pads, bunion pads, chiropodists’ adhesive felt and moleskin adhesive; and 
the other a line of elastic goods, namely, athletic supporters, suspensories, 
anklets, knee caps and elastic stocking materials. Petitioner has used its 
name ‘‘ Johnson & Johnson”’ on or in connection with these products prior 
to respondent’s earliest date of use. The name is generally displayed in 
italics. 

The ground for cancellation raised is, in effect, that the use of the 
mark by the respondent upon its goods would be likely to cause confusion 
in trade. 


The examiner held that the second line of goods mentioned above is 
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the most pertinent and that, admitting respondent’s contention that these 
goods are in the nature of orthopedic appliances and not articles of wearing 
apparel in the generally accepted meaning of the term, they are neverthe- 
less intended to be worn upon the person as are ordinary articles of wearing 
apparel and that some of the goods, namely, athletic supporters and sus- 
pensories, like the respondent’s shoes, are designed for masculine use. 
It may be added that articles such as athletic supporters may be sold 
in the same stores that sell shoes for men, and that the shoes recited in 
the registration may be of cloth and rubber, as well as of leather. The 
examiner did not comment on the foot products but petitioner points out 
that both foot products of the character named and shoes may be made by 
the same person as illustrated by the fact that its largest competitor in the 
line of foot products also sells shoes. The examiner concluded that the 
respective goods are so closely related in character that their contem- 
poraneous sale by the parties under the identical name would be likely to 
lead purchasers to suppose that they emanated from a common source. 
I agree with this conclusion of the examiner and believe that the use of 
the term Johnson & Johnson on respondent’s products would be likely to 
lead the public to suppose that some connection between these products and 
the petitioner existed, and that there is likelihood of confusion. 


Any doubts which might exist in this case should be resolved against the 
respondent since it appear that respondent’s use of the name is a deliberate 
copy of petitioner’s name. Respondent was aware of petitioner before he 
adopted the name, and did not have any Johnson in his employ. In ex- 
planation of the selection of the particular name it is stated that respondent 
had shoes manufactured for him by Endicott-Johnson, and Johnson & 
Johnson was selected in view of this association. However, this does not 
adequately explain the selection of two Johnsons and the close simulation 
of the appearance of petitioner’s name, which are too much to be ascribed 
to coincidence. 


The respondent pleaded the defense of laches, which was dismissed 
by the examiner on the ground that actual notice of respondent’s use 
and registration prior to a short time (about one year) before the filing 
of the petition for cancellation was not’ shown, and that the registration 
did not constitute constructive notice, being a registration under the 
Act of 1920. The examiner pointed out that section 22 of the Trade- 
Mark Act of 1946 makes registrations on the Principal Register and 
registrations under the Act of 1905 constructive notice, but that section 
26 states that registrations on the Supplemental Register ‘‘shall not be 
subject to or receive the advantages of sections * * * 22 * * *;’’ section 
46 (b) assimilates registrations under the Act of 1920 to the Supplemental 
Register. 


Respondent urges that there was probably actual knowledge of 
petitioner’s use since several retail shoe stores in petitioner’s home city 
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sold respondent’s shoes. The bare fact of the existence of these stores 
is considered insufficient to establish or impute actual knowledge in the 
petitioner. 


No reason other than assertion has been advanced to contradict 
the examiner’s holding that a registration under the Act of 1920 does 
not constitute constructive notice. Although some of the reasoning and 
language in Willson v. Graphol Products Co., Inc., 89 U. S. P. Q. 382, 
in which the Court of Customs and Patent Appeals held a registration 
under the Act of 1905 to be constructive notice notwithstanding the 
absence of a statute (during the period of time involved) making it 
such, may be applicable to a registration under the Act of 1920, the 
Court did not have this issue before it and the language of the statute 
is believed to specifically preclude a registration under the Act of 1920 
from being treated as constructive notice. Section 26 of the Trade-Mark 
Act of 1946 provides that registrations on the Supplemental Register, 
which by virtue of section 46(b) includes registration under the Act of 
1920 ‘‘shall not * * * receive the advantages of’’ section 22. The ‘‘advan- 
tage’’ of section 22 is that a registration constitutes constructive notice 
of the registrant’s claim of ownership. To hold that a registration 
under the Act of 1920 constitutes constructive notice would amount to 
giving it the advantage of section 22 and this is forbidden by the statute. 
That the exclusion of Act of 1920 registrations from being constructive 
notice was intended is shown by the legislative history of the Trade- 
Mark Act. In the bill S. 895 which passed the Senate in the 77th Congress, 
section 22 specifically provided that registrations under the Act of 1920 
(and other registrations) were notice. The Committee of the House of 
Representatives, after hearings and consideration of the bill, struck out 
the reference to registrations under the Act of 1920 and revised sections 
22 and 26 to its present form in which form they remained in succeeding 
bills until the Act was passed. 


The cecision of the examiner is affirmed. 





KRANTZ BREWING CORPORATION v. HENRY KELLY IMPORT- 
ING & DISTRIBUTING CO., INC.; SAME v. SPITZER BROS., 
INC. (HENRY KELLY IMPORTING & DISTRIBUTING CO., INC., 
assignee, substituted) 


No. 29120 and 5527—Commissioner of Patents—February 13, 1953 
TRADE-MaRK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


‘<Old Dutch’’ used on wine is likely to cause confusion with ‘‘Old Dutch’’ 
used on beer. 


EFFECT OF REGISTRATION—PrRIOR ACTS—ACT OF 1920 
One cannot be charged with constructive notice of presence of a mark on the 
1920 register. 
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REGISTRATION PROCEDURE—OPPOSITION—-DEFENSES 
If opposition is filed within the time prescribed by statute, defense of laches 
is unavailable to applicant. 


CANCELLATION— DEFENSES 
Mere delay by a petitioner for cancellation is not sufficient basis for sustaining 

defense of laches. To establish this defense it must affirmatively appear that the 
delay was accompanied by circumstances compelling enough to give use to an 
estoppel; evidence should establish that respondent’s business is substantial and 
that it would be in a worse position now than if the cancellation proceedings were 
instituted earlier. 


Appeal from Examiner of Interferences. 


Opposition proceedings by Krantz Brewing Corporation v. Henry 
Kelly Importing & Distributing Co., Inc., Serial No. 545,257, filed Decem- 
ber 23, 1947. 


Cancellation proceedings by Krantz Brewing Corporation v. Spitzer 
Bros., Inc., (Henry Kelly Importing & Distributing Co., Inc., assignee, 
substituted). Registration No. 322,638, issued March 12, 1935. 


Applicant-Registrant appealed from decision sustaining opposition and 
eancellation petition. Affirmed. 


Munn, Liddy, & Nathanson, of New York City, for opposer-petitioner. 
Eric Y. Munson, of New York City, for applicant-registrant. 
McCann, Examiner in Chief. 


This is an appeal from a decision of the Examiner of Trade-Mark 
Interferences in the above entitled proceedings in which the notice of 
opposition brought by the Krantz Brewing Corporation to the registra- 
tion of the mark ‘‘Old Dutch’’ by Henry Kelly Importing & Distributing 
Co. Ine., under section 2(f) of the Principal Register of the Act of 1946, 
as applied to wines, was sustained, and in which a petition also brought 
by the Krantz Brewing Corporation for cancellation of registration No. 
322,638 for ‘‘Old Dutch’’ granted under the Act of 1920 as applied to 
wines, and owned by Henry Kelly Importing & Distributing Co. Inc., 
was also sustained. 


Testimony was taken only by the opposer-petitioner, that is, the 
Krantz Brewing Corporation. Both parties have filed briefs and were 
represented at oral hearing. 


The opposer-petitioner relies in both proceedings upon its prior use 
and ownership of prior issued registrations for ‘‘Old Dutch’’ as applied 
to beer, and as a statutory basis for these proceedings it alleges that the 
goods of the parties are such that confusion in trade is likely to arise from 
the contemporaneous use thereon of the substantially identical marks 
involved. 
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The Examiner of Interferences points out that there is no dispute 
as to the substantial identity of the marks or as to the question of 
priority which is conceded by respondent-applicant, i.e., Henry Kelly 
Importing & Distributing Co. Ine. 


The Examiner of Interferences also held, under the authority of 
Fruit Industries, Ltd. v. Ph. Schneider Brewing Co., 518 O. G. 783, 46 
U. S. P. Q. 487, that the goods of the parties, namely, wine and beer, are 
essentially of the same descriptive properties and that confusion or de- 
ception of purchasers is likely to arise from the contemporaneous use of 
these marks on the specified goods. 


It is true beer and wine are specifically different and beer is ordinarily 
cheaper in price and is usually consumed in larger quantities than wine; 
however, both are alcoholic beverages and are sold in the same stores and 
establishments to the same class of customers, and I agree with the Exam- 
iner of Interferences that confusion or mistake or deception of purchasers 
as to the origin of the goods is quite likely to arise from the contemporane- 
ous use of the identical marks in question on beer and wine. 


The applicant-respondent has pleaded laches as a complete defense 
to both proceedings and relies upon registration No. 322,638 of its pre- 
decessor, granted March 12, 1935 under the Act of 1920 as a basis there- 
for. Applicant-respondent states that this case is directly in point with 
the case of Willson v. Graphol Products Co., 38 C. C. P. A. 1030, 188 F. 2d 
498, 89 U.S. P. Q. 382, which was followed by the Commissioner of Patents 
in Bond Stores, Incorporated v. Karasick, 647 O. G. 1021, 89 U.S. P. Q. 503. 
Applicant-respondent points out that in neither of the above mentioned 
eases did the petitioner for cancellation have actual knowledge of the regis- 
trations of the respective trade-marks of the respondents therein until 
shortly before the cancellation proceedings, and that the court in the Will- 
son Vv. Graphol case reversed the decision of the Commissioner of Patents 
solely on the ground of laches. Applicant-respondent also points out that in 
the Willson v. Graphol case the court stated in part [41 T. M. R. 591]: 


‘We are of the opinion that registrations under the 1905 Act 
are public records and that as such they constitute such constructive 
notice as will preclude a cancelation appellee from pleading ignorance 
of the existence of a particular mark.’’ (Italics by applicant-respond- 
ent) 


and that the only point of difference between the present case and those 
cited is that the present one involves a registration under the Act of 1920; 
whereas, the cited cases relate to registrations granted under the Act of 
1905. Applicant-respondent insists that this is a difference without a dis- 
tinction, since, if a 1905 registration is a public record so is a 1920 regis- 
tration and that in either case they are published for the express purpose 
of giving notice to the public and are cited against subsequent conflicting 
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applications. Applicant-respondent also contends that if his prior regis- 
tration constitutes prior notice sufficient to support the defense of laches 
against the petition for cancelation, it must by rule of logic also apply to 
the opposition. 


The Examiner of Interferences points out that the opposition pro- 
ceedings was duly brought within the time period provided by the statutes, 
and since such proceedings could not have been brought prior to the date 
of publication of applicant’s mark in the Official Gazette, the doctrine 
of laches is inapplicable to the opposition proceedings. New Era Shirt 
Company v. Frank, 649 O. G. 936, 90 U. S. P. Q. 127; B. A. Railton Co. v. 
Mitchell Canneries, Inc., 649 O. G. 937, 90 U. S. P. Q. 146; Mason et al. v. 
Hawley & Hoops, 86 U. S. P. Q. 272. 


The right of any party to file a notice of opposition to the registration 
of a mark upon the Principal Register is governed strictly by section 13 
of the Trade-Mark Act of 1946. This section states in part that: 


‘* Any person who believes that he would be damaged by the regis- 
tration of a mark upon the Principal Register may, upon payment 
of the required fee, file a verified notice of opposition in the Patent 

Office, stating the grounds therefor, within thirty days after the pub- 
lication under subsection (a) of section 12 of this Act of the mark 
sought to be registered * * *.’’ 


It is obvious from the above that the opposition proceedings could not 
have been filed before the date of the publication of applicant’s mark in 
the Official Gazette, and applicant’s argument that ‘‘if appellant’s prior 
registration constitutes prior notice sufficient to support the defense of 
laches, against the petition for cancelation, it must by rule of logie apply 
to the opposition’’ is a non sequitur for two reasons, first: It has not been 
held that applicant’s prior 1920 registration constitutes prior notice suffi- 
cient to support the defense of laches against the petition for cancelation, 
and secondly: the time for filing an opposition is prescribed by the statute. 


It is my opinion that the decision of the Interference Examiner sus- 
taining the notice of opposition was correct in all respects and should be 


affirmed. 


With respect to the cancelation proceeding the Examiner of Inter- 
ferences stated that the question of laches turns on whether or not petitioner 
has been chargeable with constructive notice of the existence of respond- 
ent’s registration, No. 322,638, involved therein, as of March 12, 1935, the 
date of issuance thereof. The Examiner of Interferences points out that 
the involved registration issued under the Act of 1920, and that section 23 
of the Act of 1946 provides for the maintenance by the Commissioner of 
a Supplemental Register as ‘‘a continuation of the register provided in 
paragraph (b) of section 1 of the Act of March 19, 1920’’ and section 46(b) 
of the Act provides that existing registrations under the Act of 1920 ‘‘shall 
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be subject to and entitled to the benefits of the provisions of this Act.’’ 
The Examiner of Interferences states that from the foregoing it is clear 
that the marks on the Supplemental Register and those of the Act of 1920 
stand on equal footing. The Examiner of Interferences also points out that 
section 22 of the Act of 1946 provides that: ‘‘Registration of a mark on the 
Principal Register provided by this Act or under the Act of March 3, 1881, 
or the Act of February 20, 1905, shall be constructive notice of the regis- 
trant’s claim of ownership thereof,’’ but that no similar provision is 
contained in the Act of 1946 with respect to registration of marks on the 
Supplemental Register, and to the contrary section 26 thereof specifically 
excludes such registrations from the benefits of section 22 thereof. 


I agree with the opinion of the Examiner of Interferences that in view 
of the wording of the statutes petitioner could not be charged with con- 
structive notice of the presence of respondent’s mark on the 1920 register. 


The Examiner of Interferences also held even if the 1920 registration 
were deemed to constitute constructive notice under the doctrine of the 
Willson v. Graphol Products Co., Inc., ease, no proof has been presented 
herein which would give rise to estoppel, and that mere delay by the peti- 
tioner, without more, is not a sufficient basis for sustaining the defense 
of laches. 


As pointed out by the Examiner of Interferences, it is the universal 
rule in trade-mark matters that mere delay in asserting a trade-mark right 
cannot, without more, sustain the defense of laches. To establish this de- 
fense, it must affirmatively appear that such delay was accompanied by 
circumstances compelling enough to give rise to an estoppel. In other words, 
the evidence should establish that respondent’s business is substantial and 
that it would be in a worse position now than if the cancelation proceedings 
were earlier instituted; that is, by a showing of increased sales, profits, 
investments or enhancement of its trade-mark rights, ete. No such showing 
has been made in the instant case, and applicant-respondent is silent as 
to this point in its brief. Willson v. Graphol Products Co., Inc., supra; 
West Disinfecting Company v. Owen, 35 C. C. P. A. 848, 165 F. 2d 450, 
76 U.S. P. Q. 315; Reid, Murdoch & Co. v. H. P. Coffee Co., 48 F. 2d 817, 
8 U.S. P. Q. 420; Continental Distilling Corporation v. Bohemian Distrib- 
uting Company, 95 U. S. P. Q. 160. 


The Examiner of Interferences also points out that it clearly appears 
from the record that applicant-respondent did not have substantially ex- 
clusive use of the mark which it seeks to register for the period of five 
years next preceding the filing of the application therefor, and is accord- 
ingly not entitled to registration thereof; and also that since applicant- 
respondent did not have the exclusive use of the mark for not less than one 
year next preceding the filing of the application which matured into the 
registration sought to be canceled, applicant-respondent was not entitled 
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to register said mark at the time it filed the application for registration. 











in view of identity with previously registered mark of Eastman Kodak. 






TRADE-MaRK ACT OF 1946—REGISTRABILITY—IN GENERAL 
‘*Kodak’’ is a coined or invented trade-mark and it is not seen how harm 
in inflicted on anyone by preventing its use to others on any goods which are even 
remotely connected to photographic equipment, since it is more than probable that 
«any goods having the designation ‘‘ Kodak’’ thereon will be regarded by the public 
as emanating from the same source. 


idea teak beadainconescctii cata, 





ir It seems obvious from the record that applicant-respondent did not have 
: ey substantially exclusive use of the mark for the period of five years next 
it ; preceding the filing of the application in issue as required by section 2(f) | 
e & of the Act of 1946 or one year exclusive use of the mark next preceding 
1, | the filing of the application which matured into the registration under the | 
5 | Act of 1920. 
‘ The decision of the Examiner of Interferences is affirmed. | 
y | 
' : EX PARTE GALTER 

4 
P : Commissioner of Patents—February 13, 1953 

TRADE-MarRK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

‘ ‘*Kodak’’ for pyrophoric cigar and cigarette lighters may not be registered 










REGISTRATION PROCEDURE—EX PARTE REJECTION 
? Applicant ’s objection to consideration of Eastman’s registrations of ‘‘ Kodak’’ 
a for numerous items is not sustained since he could have filed petition to have 
final refusal vacated in order to afford him an opportunity to file an argument. 
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Appeal from Examiner of Trade-Marks. 





Application of Jack Galter to register a trade-mark, Serial No. 
571,421, filed December 31, 1948. Applicant appealed from decision re- 
fusing registration. Affirmed. 





McKnight & Comstock, of Chicago, Ill., for applicant. 





McCann, Examiner in Chief. 






This is an appeal from the final refusal by the Examiner of Trade- 
Marks to register under the Act of July 5, 1946, the mark ‘‘Kodak’’ 
for pyrophoric cigar and cigarette lighters. Registration was refused 
in view of the following registration disclosing the identical mark 
‘*Kodak’’: 


Registration No. 85,423, registered February 20, 1912, for various 
photographie equipment, among which are included cameras, film, 
and camera-carrying cases, 


Registration No. 396,694, registered July 28, 1942, for carrying 


















318 THE TRADE-MARK REPORTER Vol. 43 T. M. BR. 





eases and hand straps and neck straps for carrying photographic 
apparatus, 


Registration No. 399,092, registered December 15, 1942, for 
various photographic equipment and supplies, among which are in- 
cluded cameras, films, ete. 


The examiner points out the applicant has assigned nineteen specific 
errors as the basis for appeal but states that the main basis appears to 
be predicated on the contention that the Patent Office records show 
no prior registrations of applicant’s trade-mark for cigarette lighters 
or for any goods of the same descriptive properties or for any goods 
which are in any way related to cigarette lighters. The examiner points 
out that this application was filed under the Act of 1946, and calls atten- 
tion to the fact that section 2(d) thereof which makes ‘‘likelihood of 
confusion, mistake or deception’’ the test for refusing a mark there- 
under. The examiner also points out that ‘‘Kodak’’ is a coined or fanci- 
ful word and is regarded as a ‘‘strong mark’’ and as such it gives the 
owner thereof more extensive rights than if it were a word of general 
usage. The examiner contends that cigarette lighters and photographic 
equipment are sold adjacent to or from the same shelves in retail outlets 
such as drug stores, department stores, cigar and novelty stores, and it 
is the examiner’s opinion that under such circumstances: 


‘*purchasers seeing the mark ‘Kodak’ upon cigarette lighters would 
assume that the latter emanated from the same source as registrant’s 
goods. ’’ 


The examiner also states that while he has never viewed an actual 
specimen of applicant’s goods, it should be noted that novelty stores do 
sell cigarette lighters in the form of cameras, pistols, lighthouses, etc., 
and in this connection he called applicant’s attention in paper No. 5 
to the specimens on file in registration No. 532,127 for the mark ‘‘Photo- 
Lite’’ which disclose a pyrophoric lighter in the form of a minature 
camera. The examiner admits that applicant’s lighters may not be in 
the shape or design of a camera but nevertheless he contends the use of 
the identical mark ‘‘Kodak’’ on cigarette or pyrophoric lighters is 
likely to cause confusion or mistake or to deceive purchasers. 


The examiner also calls attention to the decision in Eastman Kodak 
Company (Eastman Kodak Company [New Jersey], assignee, substituted ) 
v. Qualtop Beverages, Inc., 485 O. G. 768, 35 U. S. P. Q. 378, wherein the 
Commissioner of Patents upheld the opposition by the Eastman Kodak 
Company to the registration of the mark ‘‘Kodak City’’ as applied to a 
soft drink on the grounds that the manufacture and sales of numerous 
chemicals by the opposer and the actual use of those chemicals for the 
purposes of soft drinks met the requirements that the goods be of the 
same descriptive properties. 
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Applicant’s argument in the main is that the Examiner of trade- 
marks has in effect ruled that the prior registrant of the word ‘‘Kodak’’ 
is entitled to prevent everyone from using or registering the trade-mark 
for any goods whatsoever. He denies the examiner’s statement that 
it is well known that the registrant is the manufacturer of goods other 
than photographie equipment. Applicant also insists that there is no 
basis in the record for the statement that cameras and other photo- 
graphic supplies and equipment are sold in retail establishments also 
selling cigarette lighters. 


As noted above the original registration of the word ‘‘Kodak’’ was 
issued to The Eastman Kodak Company, February 20, 1912, for various 
photographic equipment including cameras, film and camera carrying 
eases. The word ‘‘Kodak’’ is a very classic example of a coined or in- 
vented trade-mark, and it is not seen how harm is inflicted on anyone 
by preventing its use to others on any goods which are even remotely 
connected to photographie equipment, since it is more than probable 
that any goods having the designation ‘‘Kodak’’ thereon will be regarded 
by the public as emanating from the same source. 


The question in the instant case is not whether the registrant has a 
mark in gross, but whether applicant’s use of that mark on pyrophoric 
cigar and cigarette lighters would be likely to cause confusion or mistake 
and to deceive purchasers. It is my opinion that it would. In the ease of 
Majestic Manufacturing Company v. Majestic Electric Appliance Co., Inc., 
District Court, N. D. Ohio, Eastern Division, 76 U. S. P. Q. 525, 526, the 
court said in part: 


‘*It is firmly established on one hand, that the owner of a trade- 
mark which is ‘original,’ ‘arbitrary,’ ‘fanciful,’ or a ‘strong mark,’ 
may exclude, or prevent anyone from the use of that trade-mark 
not only for the commodity he manufactures and sells, but for a 
wide variety of products. The courts have pointed out such out- 
standing examples of this type of trade-marks as ‘Kodak’ and ‘ Aunt 
Jemima’ * * *, The reason for the protection so afforded is quite 
apparent. Distinctive and unusual names attract the consumer’s 
attention to the source of the product which he is purchasing. 


It seems to me that that statement is fully applicable here since as 
the examiner states, ‘‘it is a matter of common knowledge’’ that photo- 
graphic supplies including cameras and their accessories and cigarette 
lighters of all descriptions are sold over the same counters in many of the 
leading chain drug stores and cigar stores. It is also thought that the facts 
are closer in the instant case and the likelihood of confusion greater than in 
Eastman Kodak Co. v. Qualtop Beverages, Inc., supra. 


In his final rejection the examiner cited several additional registra- 
tions of ‘‘Kodak’’ by the Eastman Kodak Co. as applied to various 
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articles including matches, oil colors, lubricating oil, pencils, paste, glue, 
chemicals, magazines, waxing papers, gloves and aprons. 


Applicant’s objection to a consideration of these registrations can- 
not be sustained since applicant could have filed a petition to have the 
final refusal vacated in order to afford him an opportunity to file an 
argument before the examiner directed to the newly cited registrations 
if he had so desired. 


Registration No. 536,785 issued to the Eastman Kodak Company for 
the word ‘‘Kodak”’ as applied to matches is obviously pertinent to the 
issue in this case, since pyrophorie cigar and cigarette lighters and 
matches are displayed, sold and dispensed over the same counters and 
to the same class of customers, and it seems too clear for argument that 
a likelihood of confusion would inevitably result if the word ‘‘Kodak’’ 
were contemporaneously used by the registrant and applicant on matches 
and cigarette lighters. 


It is seldom that a newcomer attempts to bodily adopt an arbitrary 
and coined trade-mark as well-known and as well-advertised as the one 
in issue. As far back as the year 1937, it was stated in The Eastman Kodak 
Company v. Qualtop Beverages, Inc., supra, that approximately thirty- 
three million dollars had been spent by the Eastman Kodak Company in 
advertising their products under the trade-mark ‘‘Kodak.’’ It is difficult 
to find any reason in this case for applicant wanting to copy the name 
‘‘Kodak’’ except the desire to profit from another’s good will. 


The decision of the Examiner of trade-marks is clearly correct 
and is affirmed. 


EX PARTE THE YANKEE NETWORK, INC. 
Commissioner of Patents—February 13, 1953 


TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 


‘*Yankee Network’’ refers to a radio news service, identifies a transcription 
of a particular news broadcast and carries the address of the network, and is, 
therefore, not registrable as a trade-mark. 


TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
Mark is not registrable unless use is a trade-mark use. 


Appeal from Examiner of Trade-Marks. 


Application of The Yankee Network, Inc. to register a trade-mark, 
Serial No. 536,332, filed September 30, 1947. Applicant appealed from 
decision refusing registration. Affirmed. 


Evans & McCoy, of Cleveland, Ohio, for applicant. 
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FrepErIco, Examiner in Chief. 


This is an appeal from the decision of the examiner refusing to 
register the term ‘‘ Yankee Network’’ as a trade-mark for phonograph 
records. 


The ground of rejection is that the specimens of record do not 
show the use of the term ‘‘Yankee Network’’ as a trade-mark. 


The specimens filed with the case are photostats of one side of a 
phonograph record showing a circular label in the center. At the top 
of this label appears the following: 


The Yankee Network, Inc. 
21 Brookline Avenue 
Boston 


The first line is written in arcuate form following the curvature of the 
outer edge of the label. The drawing shows the words ‘‘ Yankee Net- 
work’’ as it appears in the above quoted portion of the label. 


The label obviously shows applicant’s trade name and address used 
as such and does not suggest any trade-mark use. The arcuate form of 
one line on the label is inconsequential, as is also the fact that applicant 
selected only a portion of the name on the label to show on the drawing. 


The drawing can not impart any different use than shown by the speci- 
mens. Applicant also refers to a second appearance of the words ‘‘ Yankee 
Network’’ on the label. The label referred to also carries: 


Yankee Network 
News Service 
6:00-6:15 PM 


Below this is a date indicating a particular news broadcast, the names 
of two products the makers of which sponsored the program, and at 
the bottom the words ‘‘Recorded in the studios of WNAC.’”’ I do not 
see how any trade-mark use of a trade-mark for phonograph records can 
be made out of any of the material on the label, which refers to a 
radio news service, identifies a transtription of a particular news broad- 
east and carries the name and address of the network. 


The decision of the examiner refusing registration is affirmed. 
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ack T. Redwine The Quaker Oats Company 
. G. E. I. du Pont de Nemours & Co., Inc. 
Daphne Robert The Coca-Cola Compan) 
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(New York University Law Review, v. 27, no. 3, July 1952, pp. 519-522). 
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